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of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 

Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 

Digest, vols. 15-26, inc. (either binding) 

Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Dicesrt. 

Transportation extra. 
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Unanimous Opinion 


Ask most any lawyer, what he thinks of Shepard's 
Citations. And his reply will be substantially as follows: 
“It is indispensable—| wouldn't think of practicing 
law without it.” 


This sentiment prevails—not only in New York, New 
Orleans, San Francisco and Chicago—but in every 
town, big and small, throughout the length and breadth 
of America. 


Subscribers display a special, almost proprietary in- 
terest in Shepard's. They know they receive a very 
high standard of value and that the makers have taken 
much more than the ordinary pains to merit this con- 
fidence. 


The scope, speed and accuracy of this service is de- 
pendent on the highly skilled and specially trained 
staff of 150 editorial workers and the co-ordinated 
efforts of more than 100 additional associates. 


All the efforts of the publishers have always been cen- 
tered on giving the profession a stéadily improving 
citation service at the lowest possible cost. 
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Unrair CompetitTion—Feperat TrApE Commission Act—Boycorr. 
The anti-trust laws forbid concerted action that unduly confines im- 
portant areas of competition in numbers, quality or service, but unless 
it has this restriction a combination to boycott is not necessarily unlaw- 
ful. 
Unrarr Competirion—Fepverat Trape Commission Act—REstRICTIONS OF 
Trape By Group Action. 

A trading exchange may fix rules for trading and forbid dealing with 
non-members, provided there is no perceptible affect on legitimate 
methods of competition. 

Unrair Compettrion—Feperat Trane Commission Acr—Stryte Piracy 
Rigut to Imrrare UNpaAtreNtTED ARTICLE. 

Inasmuch as an original design of a hat or a dress cannot be patented 
or copyrighted, thus giving its creator a monopoly, the imitator may 
copy with impunity and the law gives no remedy to the creator. 

Unrarr Competirion——Feperat Trape Commission Act. 

Appellants, a trade association, whose members were engaged in the 
millinery trade, by establishing a registration bureau for the protection 
of original designs and styles, and by inducing its members to agree not 
to sell any retailer who persists in purchasing from those pirating hat 
styles and designs, and by expelling from membership those who fail to 
adhere to such policies, he/d employed an unfair method of competition, 
and the “cease and desist” order of the Federal Trade Commission was 
affirmed, 




















In equity. On petition for review of an order of the Federal 


Trade Commission. 

Petition by Millinery Creators’ Guild, Incorporated and others 
to review and set aside an order entered against them by the Federal 
Trade Commission. 


Order affirmed. 


Lowell M. Birrell, of New York City (Chas. A. Van Patten, of 
New York City, of counsel), for petitioners. 

W. T. Kelly, Chief Counsel, and Martin A. Morrison, Asst. 

Chief Counsel, Federal Trade Commission, and James WW. 

Nichol, St. Atty., all of Washington, D. C., for respondent. 
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Before Swan, Aueustus N. Hann, and Crark, Circuit Judges. 


Crark, C. J.: This is a petition by Millinery Creators’ Guild, 
Inc., and its members, for review of respondent's cease and desist 
order directed against petitioners’ plan to prevent so-called “‘style 
piracy” of designs in women’s hats. Such plan was found by 
respondent to be an unfair method of competition under § 5 of the 
Federal Trade Commission Act, 15 U. S. C. A. § 45. 

Millinery Creators’ Guild, Inc., formerly Millinery Quality 
Guild, Inc., is a trade association organized as a stock corporation 
under the laws of the State of New York. It has “members” which 
the Federal Trade Commission finds to comprise “a substantial 
majority’ of the manufacturers of high priced women’s hats, or hats 
which sell at wholesale for at least eight dollars. Though not stated 
in its certificate of incorporation, the admitted immediate purpose 
of the Guild is to combat the practice known as “style piracy.” 
Original creations designed by members of the Guild and by other 
high priced milliners are often copied as soon as they appear in pub- 
lic, and the copyists manufacture and distribute their “‘piracies’’ at 
prices far below those charged by the originators. To eliminate this 
type of competition, the Guild has established a registration bureau, 
with which any creator of original designs and styles may register 
his model. Once a model is accepted by the bureau, it is the usual 
practice of members to accept it as an original design and style, but 
this is not conclusive, final determination being made by a commit- 
tee of the Guild. Most of the country’s major retail outlets have 
been approached, and over 1,600 of them have been persuaded to 
sign “Declarations of Cooperation.” These Declarations state the 
intention of the retail stores not to purchase any hats which are 
piracies of designs registered with the Guild. Members of the Guild 
have agreed among themselves not to sell to any retailer who persists 
in purchasing from the pirates. One former member of the Guild, 
Milgrim Hats, Inc., was expelled from membership for failing to 
abide by these policies. 

We believe that the boycott employed by the Guild is one that is 
unlawful under the Sherman Anti-Trust Act, 15 U. S. C. A. § § 1, 2. 
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Hence the Federal Trade Commission was justified in concluding 
that the Guild’s method of restraining competition was unfair and 
in entering its cease and desist order. Federal Trade Commis- 
sion V. Beech Nut Packing Co., 257 U. S. 441, 453, 42 S. Ct. 150, 
66 L. Ed. 307, 19 A. L. R. 882 [10 T.-M. Rep. 317]; Butterick 
Publishing Co. v. Federal Trade Commission, 2 Cir., 85 F. (2d) 522, 
525 [26 T.-M. Rep. 643]. 

The anti-trust laws contravene concerted action that unduly con- 
fines important areas of competition in price, quality, or service. 
Unless it has this restrictive result, a combination to boycott is not 
necessarily unlawful. So long as the particular agreement is not 
intended to and does not have the necessary effect of eliminating 
beneficial competition, a boycott designed to prevent the commission 
of an illegal act may be unobjectionable. United States v. American 
Livestock Comm., 279 U.S. 435, 49 S. Ct. 425, 78 L. Ed. 787; Swift 
& Co. v. United States, 196 U. S. 375, 894, 25 S. Ct. 276, 49 L. Ed. 
518; Butterick Publishing Co. v. Federal Trade Commission, supra; 
United States v. Sugar Institute, D. C. S. D. N. Y., 15 F. Supp. 
817, 899, modified and affirmed 297 U. S. 5538, 56 S. Ct. 629, 80 
L. Ed. 859. In certain cases group action may permissibly have 
broader objectives, and a trading exchange may fix rules for trading 
and forbid dealing with non-members, provided again that there is 
no perceptible effect on legitimate methods of competition. Ander- 
son V. United States, 171 U. S. 604, 19 S. Ct. 50, 43 L. Ed. 300; 
Chicago Board of Trade v. United States, 246 U. S. 231, 38 S. Ct. 
242,62 L. Ed. 683. But it is easy to overstep the line, and a boycott 
or other concerted action aimed at abolishing socially useful types 
of competition will not be tolerated. Eastern States Retail Lumber 
Dealers’ Ass’n v. United States, 234 U. S. 600, 84 S. Ct. 951, 58 
L. Ed. 1490, L. R. A. 1915A, 788; Binderup v. Pathé Exchange, 263 
U.S. 291, 44 S. Ct. 96, 68 L. Ed. 308; Butterick Publishing Co. v. 
Federal Trade Commission, supra; United States v. Sugar Institute, 
supra, with cases cited at 15 F. Supp. 900(1). 

The permissible zone of conduct has recently been defined in 
Sugar Institute v. United States, 297 U. S. 553, at pages 598, 599, 
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56 S. Ct. 629, 642, 80 L. Ed. 859, where the Chief Justice declared: 
“And co-operative endeavor may appropriately have wider objec- 
tives than merely the removal of evils which are infractions of posi- 
tive law,” but then said, “As the statute draws the line at unreason- 
able restraints, a co-operative endeavor which transgresses that line 
cannot justify itself by pointing to evils afflicting the industry or 
to a laudable purpose to remove them.” 

We turn, then, to consider the alleged evil of style piracy, and 
whether its abolition will eliminate a socially useful type of competi- 
tion. 

What passes in the trade for an original design of a hat or a 
dress cannot be patented or copyrighted. An “original” creation is 
too slight a modification of a known idea to justify the grant by the 
government of a monopoly to the creator; yet such are the whims 
and cycles of fashion that the slight modification is of great com- 
mercial value. The creator who maintains a large staff of highly 
paid designers can recoup his investment only by selling the hats 
they design. He suffers a real loss when the design is copied as 
soon as it appears; the imitator in turn reaps a substantial gain by 
appropriating for himself the style innovations produced by the 
creator's investment. Yet the imitator may copy with impunity, and 
the law grants no remedy to the creator. Cheney Bros. v. Doris 
Silk Corp., 2 Cir., 35 F. (2d) 279 [19 T.-M. Rep. 491]. 

The Guild emphasizes the immorality of style piracy, and urges 
that it is an abuse which honest and respectable merchants may 


permissibly combine to eliminate. But there are larger issues at 


stake here, and there were larger issues at stake in the Cheney case, 


than the ethical propriety of copying. The law of unfair competi- 
tion has a simple rubric; an ungentlemanly practice will be con- 
demned so long as its condemnation will not injure the consuming 
public more than the ungentlemanly practice itself. Style piracy 
was not outlawed in the Cheney case, because to outlaw it would 
afford a virtual monopoly to the creator of an unpatented and un- 
copyrighted design. The holder of a patent or copyright has con- 


tributed valuable information to the public, and in return he has been 
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granted a limited monopoly; Congress has not yet, however, seen fit 
to extend the privileges of a monopolist to the inventor of an un- 
patentable idea. Despite the limited holding of International News 
Service v. Associated Press, 248 U. S. 215, 39 S. Ct. 68, 63 L. Ed. 
211, 2 A. L. R. 293, and its strictures against permitting one person 
to take a “free ride’ on the labor and inventiveness of another, we 
believe that the public interest is best served by limiting the protec- 
tion afforded an idea to the particular chattel in which it is embodied. 
Lewis v. Vendome Bags, Inc., 2 Cir., 108 F. (2d) 16; Arem-Ko Co. 
v. Rt. G. Miller & Sons, 2 Cir., 68 F. (2d) 872; Sinko, et al. v. Snow- 
Craggs Corp., 7 Cir., 105 F. (2d) 450, 452. 

It is true that concerted activity may be proper to eliminate evils, 
even though those evils are not violations of positive law, and the 
fact that the pirate is immune from legal restraint is not of itself 
sufficient cause to forbid the Guild from devising other means to 
control him. But here the courts have refrained from enjoining the 
pirate because they will not support a monopoly in an unpatentable 
idea. It would be strange to say that the Guild may establish this 
same monopoly by extrajudicial methods. Style piracy has been 
lethal in its effect on hat prices, and one of its results has been to 


make the latest fashions readily available to the lowest purchasing 


classes. The market of the high-grade originators has been sharply 


curtailed, and their prices have suffered correspondingly. It is 
safe to say that the members of the Guild instituted their anti-piracy 
campaign to protect their markets and price levels, as well as to im- 
prove business morals within this industry. The testimony of a 
representative of Peggy Hoyt, Inc., makes this graphically clear. 


Q. Were you asked to become a member of either of these two Guilds? 
\. Yes. ... Mr. Earl Farrington, who is one of the best grade, what I call 
a wholesaler, that is, his business is strictly a wholesaler, I have known him 
for twenty years, crossed with him many, many times on the boat. He 
called me up and suggested this idea about the fact that the millinery busi- 
ness was in the doldrums, you see, something had to be done about it and 
they had gotten together all of the leading milliners, so-called, to try to 
create a greater interest in women wearing hats and raising the prices for 
a better grade milliner because, for instance, the average milliner fifteen 
years ago easily got $30 for every hat they sold, today the God damn thing 
sells for $1.95, I mean, they sell for $1.95 around town, as a result of which 
they practically ruin every milliner. .. . 
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We believe, therefore, that concerted action to eliminate style 
piracy extends beyond the permissible area of industrial self-regula- 
tion. The purpose of the milliners, and the necessary effect of their 
combination, is to maintain their price structure, and to eliminate a 
distasteful “‘evil” which the law nevertheless recognizes to be a 
socially desirable form of competition. Such an antithesis is un- 
avoidable; what is desirable competition to the consumer may be 
outlaw traffic to the established manufacturer. But while we main- 
tain the competitive system, a monopoly in an idea, not recognized 
by positive law, must be jealously scrutinized lest the few are pro- 
tected at the expense of the many. See Fly, Observations on the 
Anti-Trust Laws, Economic Theory and the Sugar Institute Deci- 
sions: I, 45 Yale L. J. 1339, 1348, 1371. 

Petitions point out that the similar plan of Fashion Originators’ 
Guild of America, Inc., applicable to women’s ready-to-wear dresses, 
was upheld in a direct action under the anti-trust laws in Wm. 
Filene’s Sons Co. v. Fashion Originators’ Guild of America, Inc., | 
Cir., 90 F. (2d) 556, affirming D. C. Mass., 14 F. Supp. 353, as well 
as under a state anti-trust law in Wolfenstein v. Fashion Originators’ 
Guild of America, Inc., 244 App. Div. 656, 280 N. Y. S. 361. Ap- 
parently, these decisions go well to the edge of permissible law, at 
least as we read the decisions of the Supreme Court. And the Filene 
vase carefully distinguishes this proceeding, then pending before the 


Commission, by pointing out that the Fashion Guild, unlike the 


Millinery Guild, has no controlling position in the industry, for it 


contains only a limited number of manufacturers producing less than 
6 percent of the yearly output of ready-to-wear dresses. Whether 
this is a valid distinction need not now be determined, since in an) 
event we feel that the present order is justified. 

The form of the order seems appropriate to the end in view, 
namely, the prohibition of further boycott of retailers and manufac- 
turers who have copied members’ styles and designs in female 
haberdashery. It is affirmed and an order will be entered enforcing 
it. 
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Coca-Cota Company v. Drxi-Coita LaBoratories, INC., ET AL. 
United States District Court, District of Maryland 
February 27, 1940 


[raApE-MArk INFRINGEMENT—“Coca-CoLa” anno “Drx1-CoLta”—ConFLicTING 
Marks. 

The word “Dixi-Cola” held to be confusingly similar to “Coca-Cola,” 

both words being used on a beverage and syrup for its preparation. 
Trape-Mark INFRINGEMENT—“Coca-Cota” on BeEvERAGE—V ALIDITY. 

Apart from the decision of the Supreme Court (10 T.-M. R. 441) up- 
holding the validity of the word “Coca-Cola” as a trade-mark, held, in 
the case at issue, that the words “Coca” and “Cola,” when combined 
together, were not descriptive of the ingredients of the beverage, as the 
amounts of cola and coca extract contained therein were very small, 
the basic ingredients being sugar, phosphoric acid and caffeine. 

‘TRADE-Mark INFRINGEMENT—TEsTs. 

The degree of resemblance of an alleged infringing mark to another 
mark, either in appearance or in pronunciation, is far from being the 
sole test. 


TrapE-M arkKs—ABANDON MENT. 

Abandonment is primarily a question of intention. In the case at 
issue, there was no evidence that plaintiff ever abandoned its right to 
the use of its name or acquiesced in the use of infringing marks. 

Unratr Competirion—Use or Simitar Cotortnc Marrer. 

Where plaintiff had, since first putting out its beverage under the 
mark “Coca-Cola,” made use of caramel as a coloring ingredient, the 
adoption by defendants of the same coloring ingredient, which had no 
functional value, held unfair competition, and defendants were enjoined 
from the use of the same color as that of plaintiff, if they distribute or 
sell their products to consumers other than in bottles. 

ADE-Mark INFRINGEMENT—SvuItTs—INJUNCTION—ForM or DeEcrREE. 

In the case at issue, defendants were enjoined from using the word 
“Cola” as part of their trade-marks, whether the syllable preceding is 
like or unlike the syllable Cola, or resembles it in sound. Defendants 
were permitted, however, to use both “Cola” and “Coca” on their labels 
otherwise than as part of the name itself. 


Tt 


= 


In equity. Action for trade-mark infringement and unfair com- 

petition. Decree for plaintiff. 

Brown & Brune (by Hilary W. Gans and Chas. Ruzicka), all of 
Baltimore, Md.; Spalding, Sibley, Troutman & Brock (by 
Robert B. Troutman), all of Atlanta, Ga., and Nims & Verdi 
(by Harry D. Nims and P. E. Williamson, Jr.), of New York 
City, for plaintiff. 

W. Hamilton Whiteford and Harvey C. Bickel, both of Balti- 
more, Md., and J. S. Mead, of Birmingham, Ala., for de- 
fendants. 
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Coteman, D. J.: This is a trade-mark and unfair competition 
case brought by plaintiff against three corporations, Dixi-Cola 
Laboratories, Inc., MarBert Products, Inc., and Apola Extract & 
Syrup Corporation, and eleven individual defendants. 

The bill of complaint charges all of the defendants with infringe- 
ment of plaintiff's trade-mark “Coca-Cola” by the sale of de- 
fendants’ products under the names “Dixi-Cola,” “MarBert-Cola,” 
“MarBert The Distinctive Cola,” ““Apola-Cola,” Lola-Kola,” “Kola” 
and ‘““May-Cola.” The defendants are also charged with being 
guilty of unfair competition by simulating plaintiff's products, and 
by causing dealers to substitute and to pass off defendants’ products | 
for plaintiff's products. 

The defendants deny both the charge of trade-mark infringement 
and unfair competition with respect to all of their products. How- 
ever, at the trial, counsel for defendants abandoned any right to con- 
tinue to use the name “Apola-Cola,’ and there is little, if any, 
evidence respecting the use of the name “Lola-Kola” or “May-Cola”’ 
by any of the defendants. 

The defendant MarBert Products, Inc., manufactures a con 
centrate out of which the beverages “Dixi-Cola” and “MarBert 
Cola” are made, Dixi-Cola Laboratories, Inc., purchasing the con- 
centrate from the MarBert Products, Inc., and, in turn, reselling it 
to its distributors. ‘“Dixi-Cola” is sold to the consumers in bottles 
only, but ““MarBert-Cola” is sold not only as a concentrate and as a 
bottled drink, but also as syrup which is purchased direct by foun- 
tain dispensers. These latter sales, however, represent only about 
10 percent of the gross business. The bottling is done by so-called 
independent bottlers, that is, bottlers who bottle other products and 
who have the right to, and do bottle and distribute the concentrate 
to a large extent under various names, as well as under the name 
“MarBert-Cola.” The Apola Extract & Syrup Company is a New 
York corporation no longer doing business, the MarBert Products, 
Inc. having purchased its assets several years ago, but never having 
operated it. MarBert Products, Inc., and the Dixi-Cola Labora- 


tories, Inc., are domiciled in Baltimore and have little separate iden- 


» i 
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tity. Their places of business are in the same building, which, being 
on a corner, however, has enabled the companies to use, as they do, 
different addresses. The various individual defendants are all either 
officers, salesmen or representatives in some capacity of the MarBert 
Products, Inc., the defendant, R. W. Kruse, being the President of 
both companies. 

Reduced to concrete form, the plaintiff seeks relief of two 
kinds: First, an injunction against the use by the defendants of 
the word “Cola” as a terminal or suffix to the prefixes now used by 
the defendants as part of their trade-names, or to any other prefix; 
ind, second, an injunction against the sale by the defendants of any 
of their products to the consumer except in bottle form, unless the 
color of such products is changed from the brown, now virtually 
identical with that of “Coca-Cola,” to some other color distinctively 
different. 

The defendants’ answer to these two claims for relief can be sum- 
marized as follows: First, as to the matter of alleged infringement 
of the trade-mark, a denial that in the name “Coca-Cola” plaintiff 
has a valid trade-mark because, (a) the word is merely descriptive 
of the ingredients of plaintiff's product; (b) registration of the name 
“Coca-Cola” under the Act of 1905, 15 U.S. C. 81 et seqg., was ac- 
complished by fraudulent misrepresentation; (c) the word “Cola” 
has become a generic term for a class of drinks, and plaintiff cannot 
monopolize its use; and (d) plaintiff has abandoned any right which 
it might otherwise have had to monopolize the use of the word “Cola” 
by acquiescing, over a long period of time, in its use in various forms. 

On the question of unfair competition, defendants assert, first, 
that there is and has been no confusion between the product of the 
plaintiff and their own product for which they should be held re- 
sponsible; and, second, that they have sold their product in good 
faith, and are not responsible for unfair competitive practices of 
tradesmen with whom they have no real privity, and whom they have 
not aided or abetted in such practices. 

We turn first to the question of the validity of the trade-mark 


‘Coca-Cola.’ This is no longer an open question. The Supreme 
| 
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Court in Coca-Cola Company v. Koke Company, 254 U. S. 143 [10 
T.-M. Rep. 441], set it at rest in 1920, as did also the Circuit Court 
of Appeals for this Circuit, a little later, in Coca-Cola Company v. 
Old Dominion Beverage Corporation, 271 Fed. 600 [11 T.-M. Rep. 
128]. The Supreme Court in the Koke case said, 254 U. S. at 
pages 145, 146, 147: 


It appears that after the plaintiff's predecessors in title had used the 
mark for some years it was registered under the Act of Congress of March 
3, 1881 [c. 138] (21 Stat. 502), and again under the Act of February 20, 
1905, c. 592, 33 Stat. 724 [15 U. S. C. A. § 81 et seq.]. Both the courts 
below agree that subject to the one question to be considered the plaintiff 
has a right to equitable relief. Whatever may have been its original weak- 
ness, the mark for years has acquired a secondary significance and has in- 
dicated the plaintiffs product alone. . . . The name now characterizes a 
beverage to be had at almost any soda fountain. It means a single thing 
coming from a single source, and well known to the community. It hardly 
would be too much to say that the drink characterizes the name as much 
as the name the drink. In other words “Coca-Cola” probably means to 
most persons the plaintiff's familiar product to be had everywhere rather 
than a compound of particular substances. Although the fact did not 
appear in United States v. Coca-Cola Co., 241 U. S. 265, 289, we see no 
reason to doubt that, as we have said, it has acquired a secondary meaning 
in which perhaps the product is more emphasized than the producer but 
to which the producer is entitled... . 

The product including the coloring matter is free to all who can make 
it if no extrinsic deceiving element is present. ... (Italics inserted.) 


A few months later, in the Old Dominion Beverage Corporation 
‘ase, the Circuit Court of Appeals for this Circuit said, in holding 
that the name “Taka-Kola”’ infringed, 271 Fed. at page 601: 

Plaintiff's trade-mark “Coca-Cola” is duly registered under the ten- 
year proviso of the federal trade-mark law (Comp. St. § 9490 [15 U. S. C. 
85]). It is therefore immaterial that it may once have been descriptive 
or that to a degree it may be so still. .. . The Supreme Court has very re- 
cently overruled the contention that, because of what is said to have been 
or to be its deceptive character, plaintiff may not be heard to complain 
of its infringement. Coca-Cola v. Koke Co., 254 U. S. 143, decided De 
cember 6, 1920. 
Defendants stress, in support of their position, the case of 
Warner & Company v. Lilly & Company, 265 U.S. 526 [14 T.-M. 
Rep. 247], in which it was held that the names “Coco-Quinine” and 
“Quin-Coco,” applied to a liquid preparation of quinine in combina 
tion with chocolate and other things, cannot be appropriated as 


trade-marks, because these names are merely descriptive of the in 
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gredients, qualities, or characteristics of an article of trade. This 
case, decided several years after the Coca-Cola case, does not cite 
that case. This is significant and very indicative of the obvious dis- 
tinction between the articles involved in the two cases. In the 
(Quinine case both of the syllables of both of the names involved 
were, as the court found, merely descriptive of the primary ingre- 
dients of the article itself, namely, quinine and chocolate. There 
was merely an attempt to color and to make more palatable a long- 
established medicine, namely, quinine, by adding chocolate. In the 
case of “Coca-Cola,” on the other hand, it is not true to say that the 
coca leaf and the cola nut represent the basic ingredients because, as 
a matter of fact, the amounts of coca and cola extract are relatively 
very small—the exact percentages of each being kept secret and not 
capable of ascertainment by laboratory analysis of the beverage as 
marketed—and the basic ingredients are sugar, phosphoric acid and 
caffeine 





the latter being in relatively small percentage, comparable 
to the various flavoring materials that are added. 

Evidence in the present case stands without contradiction that 
no such thing as a “‘cola’’ beverage was known or spoken of prior 
to the advent of “Coca-Cola” on the market, which first occurred in 
1886 when one Pemberton introduced and sold as a beverage his 
so-called “Coca-Cola Syrup and Extract,’ although separate ex- 
tracts of coca leaves and cola nuts had previously been known and 
used by druggists in compounding medicines; and in 1887 Pember- 
ton, who was the plaintiff company’s predecessor in title, registered 
his “Coca-Cola Syrup and Extract.” Thus, defendants’ argument 
is untenable that “Cola’’ antedated “Coca-Cola” as a generic term 
for a certain class of soft drinks free to all who desire to use it as 
part of a trade-name, just like the word “ginger-ale,” “Sarsaparilla,” 
and “root-beer.”” Since “Coca-Cola” appeared, there has been a 
veritable flood of drinks of this type, as evidenced by the fact that 
there have been no less than 143 registrations in the United States 
Patent Office of names embodying the word “cola” as a suffix. But 
it is idle to argue that ‘“Coca-Cola’s competitors can capitalize a con- 


dition which has arisen entirely as a consequence of the creation and 
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marketing of “Coca-Cola.” There is absolutely no evidence in the 
present case that plaintiff has ever abandoned its right to be pro- 
tected in the use of its name, or that it has ever acquiesced in the use 
of infringing marks. Abandonment is primarily a question of inten- 
tion. It has been disclosed in the present case that the Coca-Cola 
Company for many years had been, and still is contesting alleged 
infringements by competitors at the rate of approximately one case 
a week, 

There are four factors which the defendants in the present case 
constantly play up and rely upon: First, what we have already been 
considering, namely, the use of the suffix “cola”; second, copying the 
color of “Coca-Cola” ; third, offering the consumer in bottle form a 
larger quantity of their beverages for the same price than does 
“Coca-Cola”; and, fourth, selling their concentrates to the jobber 
and bottler at a cheaper price. 

In Coca-Cola Company v. Old Dominion Beverage Corporation, 
supra, where, as stated, the mark “T'aka-Kola” was held to infringe, 
the court had the following to say (271 F. at page 603, 604), which 
is most pertinent to the present case: 

May defendant employ, for the sole purpose of bringing its wares 
speedily and cheaply into notice, a variant of plaintiff's trade-mark so 
close as to suggest the latter to every one, thereby turning to its own 
profit the reputation which the plaintiff has built up through many years 
of skill and effort, and at the cost of millions expended in advertising its 
goods under its mark? It may tell the thirsty that its drink is not only as 
good as “Coca-Cola,” but that it believes it to be in fact the same thing; 
but can it do so by using plaintiff's trade-mark to plaintiff's hurt? 
The degree of resemblance of an alleged infringing mark to a 
plaintiff's mark, either in appearance or in pronunciation, is far 
from being the sole test. Indeed, this court (Judge Soper) fourteen 
years ago enjoined the use of the name “Champion-Cola’—a name 
which bears to the eye no resemblance to “Coca-Cola, when appear- 
ing in conventional block type, or euphoniously, except for the 
suffix “Cola.” See The Coca-Cola Company, Inc. v. Phillips Broth- 
ers, et al., Equity Docket No. 818. Likelihood of confusion in the 


public mind as to the source of the competing product is also a basic 
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factor. In the present case there is extensive evidence of such con- 
fusion. 

In Coca-Cola Company v. Gay-Ola Company (C. C. A. 6), 200 
I. 720, at page 723 [3 T.-M. Rep. 1], where the name “Gay-Ola’”’ 
was involved, the court said: “It is first to be observed that defendant 
is at the best on a narrow ground of legality. The name which it has 
adopted does not negative an intent to confuse.” 

The following excerpts from the opinion of the Exchequer Court 
of Canada in the recent case of Coca-Cola Company of Canada, Ltd., 
against Pepsi-Cola Company of Canada, Ltd., decided in July, 1938 

1938 Ex. C. R. p. 263), are believed to be most pertinent to the 
present controversy. Full recognition is had of the fact that this 
case did not combine, with the technical issues under the Canadian 
statutes as to trade-mark registration, a passing-off action, and that, 
unlike the present case, there was no evidence that any one had been 
misled; also, that the Exchequer Court’s decision had been reversed 
on appeal by the Supreme Court of Canada (1940, L. D. L. R. 161), 
and the issues were greatly narrowed. We understand the case is 
on appeal to the Privy Council. Nevertheless, regardless of the 
ultimate outcome of that case, we believe the reasoning of the lower 
court, on the phase of the case pertinent to the issue here, to be the 
more sound. Justice Mcl.ean, President of the Exchequer Court, 
said (pp. 289-293) : 

It puts a great strain upon one’s credulity to believe that the registra- 
tion and use of so many of the marks mentioned, in the United States and 
Canada, in respect of low-priced beverages which so often look much alike, 
was not intended for that purpose [obtaining some business advantage or 
advertising from the established position of “Coca-Cola” in the market, 
at the expense of “Coca-Cola’|. All this could hardly be accidental. I 
can hardly believe that the many persons adopting as a trade-mark, for 
beverages of the character in question, a compound word, or any two 
words, comprising either the word “Coca,” or the word “Cola,” or variants 
of such words, did not do so with the expectation of reaping some advan- 
tage from the wide acquaintance of consumers with “Coca-Cola”; and 
variants of registered marks are not usually looked upon with favor by 
the courts. If one person can do this with immunity, then a thousand may 
do it, surely an undesirable situation from the public standpoint alone, 
and one which, in my opinion, accentuates the inherent weakness of the 


contention here advanced on behalf of the defendant in respect of the 
charge of infringement. 
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Continuing, the Canadian Justice said: 


When I look over all the marks registered or used in Canada, and in 
the United States, for beverages of the character in question, I am not in- 
clined to think that the registrants or users were really so much distressed 
over making it certain and clear that their potential patrons would be 
satisfied that their beverage was made from the exotic “Cola” or “Kola” 
nut, or flavored therewith or that they would get a “Cola drink,” as they 
were to select a name for their beverage that might quickly and cheaply 
be popularized and made known; and in that state of mind, I think, the 
selections were made as close to that of the plaintiff's as they respectfully 
could go. If registrants and users of such marks desired the public to 
clearly understand that their beverage was meritorious and of their own 
manufacture, why would they not adopt a wholly new and distinctive 
trade-mark, one that was so entirely free from resemblance to the plain- 
tiff's mark that no one would ever harbor the idea of infringement? Why 
should all these trade-marked beverages follow in the wake of the entry of 
the plaintiff's beverage on the market, and expand the numbers with the 
years? To me, all this has a cumulative effect adverse to the defendant’s 
contention, and lends weight to the contention that “Pepsi-Cola,” and 
others of such marks, were registered and put into use in Canada for the 
purpose of obtaining some commercial advantage from the long acquain- 
tance of the public with the plaintiff's beverage. My conclusion is that 
there is infringement here, and that barring other points of defense the 
plaintiff is entitled to succeed. ... Further, I do not think that the plain- 
tiff's mark is descriptive or misdescriptive. I do not see how it can be 
said that the compound word “Coca-Cola” is descriptive of the plaintiff's 
beverage, largely composed of carbonated water, even if it contains a 
flavoring of Coca leaves or the Kola nut, which indeed has not even been 
properly established here if it were a vital point. The plaintiff's syrup, 
“Coca-Cola,” is made according to some secret formula, and which was 
not disclosed. As used, the mark indicates, and has come to mean, merely 
the name of the beverage manufactured by the plaintiff. It has no other 
name. As used, I think it is but a coined word mark, and is not “clearly 
descriptive” of the character of the beverage. I should think that the 
words comprising the plaintiff's mark were unknown in this country, at 
least as the name of a beverage, before the plaintiff's predecessor in busi- 
ness came to use the same for that purpose; and I doubt if it would occur 
to any one that the beverage was made from Coca-leaves and the Kola nut 
both of which products would be unknown to most people in Canada at 
the date of the adoption of the mark as the name of a beverage. It seems 
to me that “Coca-Cola” is but a word mark adapted to distinguish a 
beverage made by the plaintiff, and in the eyes of the general public is 
meaningless except to distinguish that beverage and its origin, and it is 
not “clearly descriptive” of the character of the beverage. 


In the case of Nashville Syrup Company v. Coca-Cola Company, 
215 Fed. 527 [4 T.-M. Rep. 323], a decision of the Sixth Circuit 
Court of Appeals where the name “Fletcher’s Coca-Cola” was held 
to infringe, the court, in stating the facts, said, 215 Fed. at page 528, 
and this is peculiarly applicable to the present case: 
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Coca is a South American shrub, from the leaves of which cocaine, 
among other substances, is obtained; the cola tree grows in Africa, and 
from its nuts caffeine may be extracted. The use of these leaves and these 
nuts by the natives in their respective countries, and for the supposed 
stimulating qualities, had long been known in this country, and before 
1887 extracts respectively from coca leaves and from cola nuts had 
found a place in the pharmacopeeia. There was little popular knowledge 
concerning them. The extracts were used only by druggists in compound- 
ing medicine. In 1887 Pemberton, an Atlanta druggist, registered in the 
Patent Office a label for what he called “Coca-Cola Syrup and Extract.” 
The plaintiff below, the Coca-Cola Company, was organized as a corpora- 
tion in 1892, and acquired Pemberton’s formula and label. Since that time, 
it has continuously manufactured and sold a syrup under the name, 
“Coca-Cola”; and, used as a basis for carbonated drinks, the syrup, under 
this name, has had a large sale in all parts of the country. In 1893 the 
Coca-Cola Company (herein called plaintiff) registered the name “Coca- 
Cola” as a trade-mark, and again in October, 1905, and pursuant to the 
Act of February 20, 1905, the name was registered by plaintiff as a trade- 
mark under the ten-year proviso of that act. 


In the course of its opinion, the court said, 215 Fed. at page 531: 


We think it clear that whether the claimed trade-mark is so descriptive 
of something else as to be deceptive must be decided as of the time of 
adoption. It cannot be that rights once lawfully acquired by exclusive ap- 
propriation can be defeated by subsequent progress of public knowledge 
regarding some other substance of similar name. It is undisputed that dur- 
ing the period shortly after 1892, while this name was coming into public 
knowledge in connection with plaintiff's product, little or nothing was 
popularly known about either coca leaves or cola nuts, although existing 
technical or cyclopedic public ations gave information. It is not important 
whether Pemberton’s original form, “Coca-Cola Syrup and Extract,” was so 
descriptive as to be deceptive if applied to a compound not composed mainly 
of these ingredients. The name in which trade-mark rights have been ac- 
quired is the compound name “Coca-Cola,” and this name may not, for all 
purposes, be the same as if it was “Extract of Coca and of Cola.” Neither 
of these words alone had any absolute complete meaning, but when the 
words were put together to make the compound term, the ambiguity of 
meaning was intensified. If coca was spoken of, the reference might be to 
the leaves, or to a decoction or to an extract; “cola” might refer to the nuts 
or to a powder or to a paste or a fluid, and so, when the public first saw the 
name “Coca-Cola,” it could not know, as we said in the accompanying case, 
whether the substance was medicine, food, or drink, or whether it was in- 
tended to swallow, smoke, or chew. One who had all the existing available 
information could only infer that the new substance, whatever it was, had 
some connection with these two foreign things. The case would be some- 
what different if each of the two named elements was itself definite and 
certain, but neither is. To illustrate by more common substances: Sage is 
a Shrub, used in various ways; the almond is a nut, eaten raw or prepared in 
numerous methods. The compound name “Sage-Almond,” as a label, would 
convey a very indefinite idea, if any, as to what would be found when the 
package was opened; and, if we assume that “Sage-Almond” turned out to 
be a drink in connection with which sage leaves and almonds had been used, 
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we have, in this illustration, a close analogy to “Coca-Cola;” yet this name, 
applied to a soda fountain beverage, would not deceive the public into sup- 
posing that it contained all the virtues of saga tea and all of the nourish- 
ment of the almond nut meats. Such an article could honestly enough 
carry the supposed name “Sage-Almond”; and after twenty years exclusive 
use of the name it would not still be common property. A newcomer might 
rightfully sell (¢.g.) “Sage Tea with Almond Flavor”; he might not take the 
peculiar, precise, and really arbitrary compound name. 

Plaintiff's counsel say, and, so far as we see, accurately say: “The use 
of a compound name does not necessarily ... . indicate that the article to 
which the name is applied contains the substances whose names make up the 
compound. Thus, soda water contains no soda; the butternut contains no 
butter; cream of tartar contains no cream; nor milk of lime any milk. 
Grapefruit is not the fruit of the grape; nor is bread fruit the fruit of 
bread; the pineapple is foreign to both the pine and the apple; and the 
manufactured food known as ‘Grape Nuts’ contains neither grapes nor nuts.” 

















Of all reported, contested cases, our attention has been called to 

























only one in which the alleged infringing name has not been enjoined. 
That is Coca-Cola Company v. Carlisle Bottling Works, 43 ¥. (2d) 
119 [20 T.-M. Rep. 403], certiorari denied, 282 U. S. 882, another 
decision of the 6th Circuit Court of Appeals, upon which counsel for 
defendants place much reliance, and in which the name “Roxa-Kola” 
was held not to infringe. But there, circumstances of unfair com- 
petition, such as we have in the present case, were absent, and the 
court was greatly influenced by a finding of long acquiescence on the 
part of plaintiff in defendant’s use of its mark. In short, we cannot 
accept this decision as laying down any principle that should be fol- 
lowed, apart from the special facts then under consideration. 
Coming now to the question of unfair competition per se, apart 
from the question of technical trade-mark, the record in the present 
case is replete with instances of substitution or attempted substitu- 
tion; with deliberate mis-use of containers for wholesale distribution 
of defendants’ products, and mis-use of bottle caps. Distributors of 
defendants’ product, with the knowledge and acquiescence of de- 
fendants, sold defendants’ product in containers bearing no trade- 
mark label or other means of identification and also in containers 
bearing plaintiff’s corporate name; and defendants and their dis- 
tributors sold defendants’ product in refilled containers, still painted 
with the distinctive red color, used originally by plaintiff in dis- 


tributing its own product. 





We will not take the time to analyze 
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further these various instances. Summarized, the best answer that 
the defendants have been able to give to this is that they are not 
responsible for certain instances of unwarranted conduct on the part 
of certain of their distributors or agents, and that as soon as they 
were apprised of what had occurred, they made every reasonable 
effort to stop it. 

We may assume that this is to be accepted as true with respect to 
a few instances, but with respect to many other instances the de- 
fendants themselves have either admitted knowledge of, and respon- 
sibility for what was done, or by their evasive answers may be con- 
sidered as having encouraged or at least winked at the unfair prac- 
tices of substitution. When, as a result of plaintiff's charges of un- 
fair practices on the part of defendants’ distributors in New York 
City, defendants ordered these practices discontinued, their volume 
of business dropped very materially. In this connection it is very 
pertinent to point out that the volume of gross sales of MarBert 
Products, Inc. increased from $40,000 in 1988 to approximately 
$90,000 in 1939, but that in neither year did the company spend 
more than approximately $3,000 in advertising, as against more than 
$7,000,000 spent by the Coca-Cola Company in each of these years, 
for this purpose. 

Reliance has been placed by defendants’ counsel upon cases such 
as that involving the name “Aspirin,’ Bayer Co., Inc. v. United 
Drug Co., 272 Fed. 505 [11 T.-M. Rep. 178]. Without analyzing 
this case in detail, suffice it to say that it is clearly distinguishable, 
if for no other reason than that it was concerned with a patent drug 
that the patentee-manufacturer allowed to be sold widely, for years, 
under the trade-name, with nothing to indicate that it was of its own 


manufacture 





a direct contrast to what has always been done by the 
Coca-Cola Company. 

This court is not unmindful, of course, of the fact, already re- 
ferred to, that there have been a great number of registrations 
granted by the United States Patent Office, as well as in Canada, of 
names using the suffix “Cola,” many of which more closely resembles 


the name “Coca-Cola,” than do the names here in controversy. But 
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registration under our trade-mark statutes confers no new rights to 
the mark claimed, nor any greater rights than already exist at com- 
mon law without registration. That is to say, registration does not 
create a trade-mark. It is not essential to its validity. By express 
provision of the Act of 1905 (Section 16), registration is prima facie 
evidence of ownership; and although the Act does not provide that 
registration is prima facie evidence of the trade-mark’s validity, 
since the Patent Office is not authorized to register anything but a 
trade-mark, registration involves consideration by the Commissioner 
of Patents whether the device, for which registration is sought, may 
be the subject of exclusive appropriation as a trade-mark; and, 
therefore, the Commissioner’s decision regarding that question is en- 
titled to respect as being prima facie correct. Planten v. Gedney, 
221 Fed. 281; Id. (C. C. A. 2), 224 Fed. 382; Id. (C. C. A. 2), 228 
Fed. 338 [5 T.-M. Rep. 382]. In short, the Act does not directly 
operate to grant a monopoly to the registrant, but merely removes 
from words which had been exclusively used as a mark in interstate 
commence for ten years the bar or disability caused by their descrip- 
tive or geographical character and makes them, after their registra- 
tion, subject to exclusive appropriation with the same effect, in the 
main, as if the disability had never existed. 

In other words, it may be said that the principal advantages of 
registration are more practical than legal, namely, the registration 
gives effectual constructive notice to the public of the claim to the 
trade-mark and tends to give actual notice, since the proposed trade- 
mark must be published in the Official Gazette of the Patent Office. 
Also, the applicant for registration has the benefit of the examination 
of his mark by the Patent Office before it is registered and of the 
publication of it just mentioned, which tends to invite opposition if 
there be any, and therefore, to aid the determination of doubtful 
questions of validity. See Nims on Unfair Competition and Trade- 
Marks, 3rd Ed., pages 591, 592. 

Thus, each case must be considered upon its own facts, and this 


court believes that in the present case the voluminous record presents 
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an issue more clear-cut than has been heretofore presented in most, 
if not all, of the litigated cases involving use of the word “Cola,” 
and, therefore, a fortiori is this true with respect to the mere ea parte 
registration proceedings in the Patent Office. Here it is appropriate 
to call attention to the fact that the Patent Office refused registration 
to ““Dixi-Cola,” not on the broad principle here adopted, but because 
the prefix “Dixi” suggests the locale of origin of “Coca-Cola. 

We come, then, finally to the question whether or not plaintiff 
is entitled to the additional relief asked for, namely, that defendants 
shall not, unless they sell their products in bottles to consumers, give 
to their products the same color as “Coca-Cola.” We think that 
plaintiff is entitled to this relief. The weight of the credible evi- 
dence clearly indicates that the caramel used for coloring purposes 
by both plaintiff and defendants has no real functional value, and its 
is clear to this court that there is no way of successfully avoiding 
the future probability of substitution except by changing the color, 
if defendants still desire to have their products dispensed to the con- 
sumer otherwise than in bottles, as they have the right to do. This 
is not tantamount to giving plaintiff a proprietary right in the par- 
ticular brown color that it employs for its beverage. The testimony 
discloses that plaintiff has used this same, or substantially the same, 
color from the time that it first marketed its product, and since the 
use of caramel has no real functional value, it is only reasonable to 
conclude that the real purpose of defendants, in precisely matching 


colors, was to stimulate substitution 





certainly where their product 
is sold to the public without identifying bottles or insignia. 

In this connection it is quite significant, and greatly weakens the 
defendants’ case, that they stress the value of their trade-marks in 
one breath, and in the next breath say that they are willing, as they 
have been, to let their bottlers take their products and dispense them 
under whatever labels their bottlers see fit to use. The answer given 
by defendants is that they cannot afford to have their own exclusive 
bottlers. That may be true; but that is a business question which 
cannot over-ride basic principles of law essential to the maintenance 


of fair competition. 
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The question of change of color was directly involved in the case 
of Coca-Cola Company v. Gay-Ola Company, supra. ‘There the 
court said, 200 Fed. at page 724: 


The record justifies the conclusion that the color is “nonfunctional”— 
to use the phraseology of the patent law. The bill alleges that “Gay-Ola” 
is “artificially and unnecessarily” colored so as to look exactly like “Coca- 
Cola.” The answer denies this in terms; but it goes on to say that the color 
is produced by caramel, which is in universal use for coloring purposes, and 
is used by complainant for coloring “Coca-Cola.” There is here no claim 
that caramel serves any other purpose in either compound, except merely 
to give color, and saying that it is one of the “component elements,” as one 
of the witnesses does, is saying nothing more. It follows that the adoption, 
not only of caramel, but of the selected amount of caramel, was for the 
main and primary purpose of making the two articles look just alike. In 
this connection it appears that there is a great variety of coloring materials 
open to the use of any manufacturer, and selections from which are used by 
other manufacturers. 


In the second Gay-Ola case, Coca-Cola v. Gay-Ola Co. (C. C. A. 
6), 211 Fed. 942 [4 T.-M. Rep. 277], in which the court considered 
certain questions arising in connection with the form of decree in- 
cident to the court’s original decision, it was said, 211 Fed. at page 
943: 

We cannot see how it is possible for this syrup, carrying what on the 
record must be called the guilty color, to be sold by the Gay-Ola Company, 
so that it loses title and control, and for the court at the same time to retain 
practical power to enforce against the Gay-Ola Company the existing restric- 
tion upon the ultimate form of sale. Obviously, by establishing its own bot- 
tling works in different places, or by causing the bottling to be done by 
its agents, whose acts are its acts, it can get its product on the market in 
bottled form; if such branches or agencies are impracticable, and the Gay- 
Ola Company must either change the color or abandon the business, this 
result must be charged to its fraudulent inception—to a “congenital defect.” 
We think the decree should absolutely prohibit sales by the Gay-Ola Com- 
pany unless in the form prescribed for ultimate use. (Italics inserted.) 

A good deal was said in the course of the trial about custom of 
the trade, and that jobbers, bottlers and retailers were not deceived 
by anything that defendants did, or omitted to do. Suffice it to say 
that any method of competition, inherently unfair, does not cease to 
be so because it becomes so well known to the trade that dealers, as 
distinguished from consumers, are no longer deceived by it. Federal 
Trade Commission v. Winsted Co., 258 U. S. 483 [11 T.-M. Rep. 
277]. To be sure, there is no evidence in the present case from con- 


sumers themselves that they were offered, when asking for “Coca- 
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Cola,” defendants’ product instead, and were told that it was the 
same thing. What was done, as the testimony discloses, was far 
more subtle, therefore, the more effective and the more to be con- 
demned. 

In conclusion, and to summarize, this court believes that the 
plaintiff is entitled to the relief asked for, namely: First, an injunc- 
tion preventing the defendants from using, as part of the name of 
their products, the word “Cola,” regardless of whether the syllable 
placed in front of the word “cola” is like or unlike the syllable 
“Coca” —whether it looks like it, or when pronounced, sounds like 
it. This does not mean that the defendants cannot use the word 
“Cola” or the word “Coca,” or both, separately, on their labels, 
otherwise than as part of the name itself. They have a right to do 
that, provided they do not embody either of those words in the name 
itself, for the plaintiff has no proprietary right in either of these 
words, standing alone. For example, it would be entirely permis- 
sible for defendants’ labels and advertisements to contain an ex- 
planatory statement, apart from the name, such as: “This beverage 
contains the extract of coca and of cola.” 

Second, and in addition to the aforegoing requirement as to the 
name, plaintiff is entitled to have the defendants enjoined from em- 
ploying for their products the same color as that of “Coca-Cola” if 
defendants distribute, or permit their products to be distributed, or 
sold to the consumer other than in bottles. 

Lastly, plaintiff is entitled to an accounting from the corporate 
defendants, and from Robert W. Kruse and Constantine A. Grivakis, 
individual defendants, for all damages sustained by the plaintiff and 
profits realized by said defendants by reason of infringement and 
unfair competition, and to its taxable costs. 

A decree will be signed in accordance with the opinion just 
rendered. 
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Barp-Parker Company, Inc. v. Crescent Mra. Company 
New York Supreme Court, Special Term, Part V 


May 15, 1940 





TrapE-NAMES AND Goop-WiLL—OwnersHip—Sratvus oF MAker or Goons. 
The good-will of a business and the trade-name of an article manu- 
factured in its operation are the property of the one who owns or con- 
trols the business, notwithstanding that the article be manufactured, in 
whole or in part, by another. 
Unrair CoMPETITION—MISREPRESENTATION AS TO OWNERSHIP OF BuSINEsS. 
No one who has rendered service in connection with an article for 
another has the right to hold himself out as a successor to the business 
of the original dealer, either directly or indirectly. 
Unram Comperirion—“Barp-ParKER” ON SurGicat BLiapes—Deceprive Use 
BY ForMER MANUFACTURER. 

Plaintiff put out detachable surgical blades and gave them a world- 
wide reputation under the name “Bard-Parker,” one of defendants hav- 
ing performed certain services on plaintiff's blade, although not iden- 
tifying said blades with defendants’ name. At the conclusion of de- 
fendants’ services for plaintiff, the former began to manufacture similar 
blades, giving out to the public that they were selling the “Bard-Parker” 
blades. Held that defendants should be enjoined and an accounting 
ordered. 


In equity. 





Action for unfair competition in the use of a trade- 
name. From a decision of the lower court granting a temporary in- 
junction, defendants appeal. Affirmed. 





Co.urns, J.: A permanent injunction is sought restraining the 
defendants from unfairly competing with the plaintiff. Not only do 
defendants deny the charge of unfair competition, but they assert 
affirmatively that it is the plaintiff who is the offender, and they ac- 
cordingly counter with a demand for relief against the plaintiff. A 
temporary injunction was granted by Mr. Justice Cohn and upheld 
(247 App. Div., 716, 717). 

The plaintiff manufactures and distributes “Bard-Parker’ de- 
tachable surgical blades, invented and patented by its president, 
Morgan Parker. The patent has expired. These blades, dis- 


tinguishable from the old solid scalpel, have acquired a world-wide 






reputation in the domain of surgical instruments. The plaintiff's 
reputation and good-will are indisputable. From 1916 to 1939 it 
expended $288,771.28 in advertising “Bard-Parker” blades. 
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For a while one of the defendants, the non-appearing Crescent 
Manufacturing Company, and before that its predecessor, an in- 
dividual, performed certain services on the blades for the plaintiff, 
but the plaintiff did the rest of the work—in which a secret process 
was applied—and the blades were known in the market and identi- 
fiable as the “Bard-Parker” instruments. The Crescent name was 
not overtly identified with the product. The plaintiff, having de- 
cided to do all the work in connection with the manufacture of the 
blades itself, terminated the association with the Crescent Manu- 
facturing Company. Thereupon the defendants projected the de- 
fendant Crescent Surgical Sales Co. and competition with the plain- 
tiff ensued. 

Circulars were distributed, at least one by the first Crescent Com- 
pany, and others by other defendants, or through their instrumen- 
tality, in which it was made to appear, by innuendo at least, that the 
defendants were selling the “Bard-Parker” blade. Such slogans as 
“You Have Relied on Crescent-Made Blades For Years,’ “The 
Blades You Have Always Used” and “The Only Time-Tested Sur- 
geon’s Blade” were employed. Their advertising stated that: 
“Crescent surgeon’s detachable blades were processed by us for the 
patentees under their name for fifteen years.” “.... we can supply 
you with blades made of high grade steel and in all respects identical 
with the blade you have been using.” Other legends and assertions 
of similar import were circularized. Besides, oral statements of 
like tenor were made. In addition, the plaintiff's style numbers were 
imitated confusingly. The central idea in all this was that the de- 
fendants were selling the identical article the trade had been pur- 
chasing from or as the “Bard-Parker” article. 

In granting the injunction pendente lite, Mr. Justice Cohn said: 


Moreover, the good-will built up by plaintiff in the name “Bard-Parker” 
as related to the business of manufacturing and selling surgical knives and 
detachable blades belongs to the plaintiff and not to any other person or 
corporation employed by the plaintiff to aid in the manufacture or process- 
ing of plaintiff's merchandise. The good-will of a business and the trade- 
name of an article manufactured in the course of the operation of such 
business are the property of the one who owns or controls the business. 
This is so, though the articles be manufactured in whole or in part by 
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another (Menendez v. Holt, 128 U.S. 514, 520; McLean v. Fleming, 96 U.S. 
245, 253; Charles Broadway Rouss, Inc. vy. Winchester Co., 300 Fed. 706, 
722 [14 T.-M. Rep. 159]; Nims on Unfair Competition, 3d Ed., 1929, Sec- 
tion 193). Facts somewhat similar to the case at bar were presented in an 
application for an injunction pendente lite made in this court in the case of 
Coward Shoe Company v. Julius Grossman, Inc., et al. (Special Term, Part 
I, New York County, Mr. Justice Lydon, N. Y. L. J., p. 1605, June 23, 1930, 
affirmed without opinion 230 App. Div. 834). The record on appeal in that 
case discloses that at Special Term the defendant Julius Grossman, Inc., 
who, with other manufacturers, had supplied shoes for the Coward Shoe Co., 
Inc., was restrained, pending trial, from stating that it had decided to stop 
making the shoes under the name “Coward” and would henceforth sell them 
direct to the public. The contention of the plaintiff there that the good- 
will of the Coward shoe was the property of Coward, the dealer and retailer, 
and not of Grossman, the manufacturer, was upheld by our Appellate Court. 
In a case of such character the public, unaware of the name of the manufac- 
turer or servicing corporation of the branded article, buys relying on the 
dealer’s skill, knowledge and judgment in ascertaining that the product 
which he markets possesses excellence of quality. The manufacturer who 
under these circumstances supplies a product or renders some service in 
connection with it for the dealer acquires no right to the trade-name or 
good-will of his employer. Nor has one who has rendered service in con- 
nection with an article for another the right to hold himself out as a suc- 
cessor to the business of the original dealer, either directly or indirectly 
(American Novelty Co. v. Manufacturing Electrical Novelty Co., 38 Misc. 
450, at p. 455; Storey v. Excelsior Shook §& Lumber Co., Inc., 198 App. Div. 
505). Upon the papers submitted I am of the view that the plaintiff is en- 
titled to an injunction pendente lite restraining the answering defendants 
from representing in writing or orally that the Crescent Manufacturing 
Company made or made and supplied to the plaintiff the detachable surgical 
blades, marketed by the plaintiff before January 1, 1934, known as “Bard- 
Parker” blades, or that the blades now made by the Crescent Manufacturing 
Company and sold by the Crescent Surgical Sales Company, Inc., are the 
same or identical with the detachable blades manufactured by the plaintiff. 


To be sure, “the granting of a preliminary injunction on affida- 
vits will not be regarded as res adjudicata when the case comes to be 
tried” (Bomeisler v. Forster, 10 App. Div., 43, 48, reversed on other 
grounds 154 N. Y. 229; Aberon Bakery Co., Inc. v. Raimist, 141 
Mise. 775, 776; Bannon v. Bannon, 270 N. Y. 486). Nonetheless, 
that Mr. Justice Cohn correctly stated the law applicable to cases 
of this character is not challenged. The cases cited by him clearly 
establish the principle that one need not be the manufacturer of an 
article to be entitled to protection against piracy of the article's 
name and reputation. Otherwise anyone who performed labor on an 
article for another could appropriate the good-will and reputation 


of the article by the simple device of capitalizing the fact. More 
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than that, I am satisfied that the facts adduced on the trial 
strengthen rather than weaken the plaintiff’s position. The essen- 
tial facts offered to sustain the application for temporary injunction 
have not been destroyed or impaired by the defendants’ proofs. 

The defendants cite a number of cases illustrating the rule that 
it does not constitute unfair competition to announce the employ- 
ment of one who was theretofore engaged by another, and, in that 
connection, to use the name of the other. In etching this parallel 
the defendants, I think, have failed to discern the dividing line dis- 
tinction. Under certain circumstances, and in such a way that would 
not be deceptive, it might be permissible to say that A, who formerly 
worked for B, is now working for C; yet it would not be permissible 
for C to say, even indirectly, that his product was the same as that 
on which A worked for B. The latter stratagem of circumvention is 
abhorrent to the law of unfair competition. 

It is obvious to me that the practice here indulged in was cal- 
culated to, and actually did, induce the impression that the Crescent 
blade is the “Bard-Parker’’ instrument. 

It is difficult to perceive why the defendants do not proceed to 
establish a reputation and good-will for their own product, based on 
the peculiar merits of that product, apart from any indirect claim of 
previous association with or relation to the plaintiff's product, unless 
by subtlety it is hoped to “cash-in” on the plaintiff's reputation and 
good-will. 

Unfair competition is a species of commercial hitch-hiking which 
the law finds offensive and therefore prohibits. The law of unfair 
competition is but a reaffirmation of the rule of fair play. It aims 
to effect honesty among competitors by outlawing all attempts to 
trade on another’s reputation—it gives the crop to the sower and 
not to the trespasser. In so doing it strives to protect the buying- 
public from deception (4m. Chain Co., Inc. v. Carr Chain Works, 
Inc., 141 Mise. 303, 306-7; Bengue v. Am. Pharmaceutical Co., Inc., 
155 Mise. 602, 607). 

The defendants do not, as indeed they cannot, combat the gen- 


eral rules governing unfair competition cases as enunciated by Mr. 
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Justice Cohn. Their insistence is that they are doing nothing be- 
yond stating the truth. Equity, of course, “will not enjoin against 
telling the truth” (Delaware & Hudson Canal Co. v. Clark, 80 U.S. 
311, 327). Buta half-truth is not the truth. And what is more, the 
truth may be told in such a subtle and adroit way as to be mislead- 
ing and deceptive. If the truth is so shaded or couched that it car- 
ries an inference or implication of deception, it is repugnant, and 
hence assailable. When the truth is dressed to deceive, it will be 
stayed, just as falsity will be halted though regaled as truth. Both 
are equally offensive to the law and to business ethics. 

If it were possible for these defendants to advertise the truth 
without tainting the truth or involving the truth deceptively, my 
inclination would be to modify the temporary injunction accordingly. 
Such was the view of Mr. Justice Untermyer, who dissented from the 
affrmance of Mr. Justice Cohn’s temporary injunctive order, ex- 
pressed as follows: 

The order should be modified so as to permit the appellants truthfully 
to state their previous connection with the surgical blades heretofore sold 
by the plaintiff, and also to permit the appellants truthfully to state that 
the blades now sold by them are identical, except as to the source of origin 
of manufacture, with the blades now manufactured by the plaintiff. In 
other words, the order should be modified to permit the appellants to ad- 
vertise the truth (247 App. Div. 717). 

Seemingly, the defendants asked the Appellate Division to 
modify the temporary order; seemingly, too, the majority rejected 
the proposal. While I am impressed by the dissent, yet, inasmuch 
as the evidence sustains the plaintiff's position, I cannot do what 
the Appellate Division declined to do. 

The temporary injunction will be perpetuated and an account- 
ing ordered. The counterclaim is dismissed. Decision signed. 


Settle judgment accordingly. 
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MicHEL Cosmetics, Inc. v. Aristipes G. TsirKAs, ET AL. 
New York Supreme Court, Appellate Division 
March 5, 1940 


Unram Competirion—Use or Competiror’s FormuLtae—Svuirs—Damaces. 

Defendant Tsirkas, former employee of plaintiff corporation, learned 
certain secret formulas used by plaintiff in manufacturing lipsticks, 
and on leaving plaintiff's employ began the manufacture of lipsticks 
under the secret formulas, selling them in black and gold containers and 
in red and pink containers, the lower court having enjoined the use of 
the former containers as an imitation of plaintiff's. 

On appeal from judgment awarding plaintiff damages of $19,723.76 
for sales which would have gone to plaintiff but for defendant’s sales of 
the infringing goods, held that, inasmuch as part of plaintiff’s sales were 
in territory not entered by defendants, and there was no evidence to 
show that plaintiff would have made all the sales actually made by de- 
fendants, the judgment should be reversed and a new trial granted. 

Unram Competirion—Svuirs—AccountTine. 

An infringer must compensate the owner of a trade-mark, a patent, 
a process or a formula for the profits which the owner would have ac- 
quired in his business except for such infringement. 

In the case at issue, the estimated profits which the plaintiff might 
have derived from sales made by defendants, do not measure the 
damages, except as they are shown by corresponding decrease caused 
by such competition. 


In equity. Appeal by the defendants from a judgment of the 
Appellate Division, Second Department, which affirmed the judg- 
ment of Special Term, confirming report of official referee. Re- 
versed and remanded. 


Frederick L. Kane and Stephen D. Finale, both of New York 
City, for appellant. 

Frederick Hemley and Jesse Hemley, both of New York City, 
for respondent. 


Leuman, C. J.: The plaintiff corporation is engaged in the 
business of manufacturing and selling lipsticks. These lipsticks are 
made in accordance with secret formulas and secret processes owned 
by it. The defendant Aristides G. Tsirkas was an employee of the 
plaintiff corporation, and in the course of his employment he learned 
the secret formulas and processes used by the plaintiff in its busi- 


ness. Then he left the plaintiff's employ and formed the defendant 
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corporation. The individual defendants manage and control the de- 
fendant corporation and have manufactured and sold lipsticks made 
in accordance with the formulas and the processes owned by the 
plaintiff. The plaintiff alleges in his complaint that the defendants 
have wrongfully manufactured the lipsticks in accordance with 
formulas and processes belonging to the plaintiff and have placed the 
lipsticks so manufactured in containers similar to the containers used 
by the plaintiff, with the object of deceiving buyers into the belief 
that they were buying the product of the plaintiff, and have sold the 
lipsticks in such containers to customers of the plaintiff whose names 
the defendant Tsirkas obtained from the plaintiff’s files. In this ac- 
tion the plaintiff asks that the defendants be enjoined from continu- 
ing their wrongful acts; and, also, that they be directed to account 
to the plaintiff “for all sales and contracts made by them, or any of 
them, for the sale of lipsticks made by the secret formule or secret 
processes owned by the plaintiff as aforesaid,” and “that plaintiff 
recover damages against the defendants, and each of them, in the 
sum of twenty-five thousand ($25,000) dollars and in such additional 
sum as may be found due upon said accounting.” 

After trial of the issues an interlocutory judgment in favor of 
the plaintiff was entered which decreed, among other things, that 
the defendants be enjoined from manufacturing, selling or offering 
for sale any lipsticks “made by the secret formule or secret processes 


which belong to the plaintiff;” that they be restrained from selling 


lipsticks “‘in containers which resemble those heretofore used by 


them or any containers used by plaintiff,’ and that they ‘“‘account to 
plaintiff for all profits which plaintiff would have made on the lip- 
sticks manufactured and sold by defendants from November 1, 1934, 
up to the present time if said lipsticks had been manufactured and 
sold by plaintiff.” 

The evidence showed that the defendants sold large size lipsticks 
in black and gold containers and other lipsticks in red and pink con 
tainers. The Appellate Division, upon appeal from the interlocu- 
tory judgment, made a new finding that the containers used by plain- 


tiff and imitated by the defendants “are the black and gold contain- 
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ers for the large size lipsticks.’’ The court did not find that the red 
and gold containers were an imitation of any containers used by the 
plaintiff and accordingly it modified the injunctive provision con- 
tained in the interlocutory decree of Special Term so that the de- 
fendants were restrained from using the black and gold containers 
but were left free to use the red and pink containers. The court did 
not change the provision of the interlocutory judgment for an ac- 
counting. 

The accounting has been held before an official referee and final 
judgment awarding to the plaintiff damages in the sum of $19,726.- 
76 has been entered and unanimously affirmed by the Appellate Divi- 
sion. Upon the appeal to this court from the final judgment, the 
defendants do not challenge the injunctive provisions of the judg- 
ment, but they urge that the award of damages is not justified by the 
evidence. The defendants have wronged the plaintiff. They must 
pay to the plaintiff the damages they have caused the plaintiff by 
that wrong. A wrongdoer who has imitated the containers of the 
plaintiff and has used the secret formulas and processes belonging to 
the plaintiff might be compelled to “yield up his gains to the true 
owner, upon a principle analogous to that which charges a trustee 
with the profits acquired by wrongful use of the property of the 
cestui que trust” (Hamilton Brown Shoe Co. v. Wolf Brothers & 
Co., 240 U. S. 251, 259 [6 T.-M. Rep. 169]. Here it does not 
appear that the defendants acquired any profits, but they must com- 
pensate the plaintiff for any damages they may have inflicted upon 
the plaintiff even though they failed to realize the profit which they 
anticipated would accrue to them from the wrong (Westcott Chuck 
Co. v. Oneida Nat. Chuck Co., 199 N. Y. 247; Hamilton Brown Shoe 
Co. v. Wolf Brothers & Co., supra; Platinum Products Corp’n v. 
Berthold, 280 N. Y. 752; Faber v. Hovey, 73 N. Y. 592). The 
problem presented upon this appeal is whether upon the evidence 
here presented the court has properly applied the correct measure of 
damages. 

The wrong inflicted upon the plaintiff is analogous to the wrong 
suffered by an owner through infringement of his patent or trade- 


‘ 
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mark, and the rule of damages is similar. An infringer must com- 
pensate the owner of a trade-mark, a patent, a process or a formula 
for the profits which the owner would have acquired in his business 
except for such infringement. Here, if the plaintiff would other- 
wise have made the sales of lipsticks which in fact the defendants 
made by the use of plaintiff's formulas, then the plaintiff is entitled 
to recover from the defendants the amount of the profits which the 
plaintiff would have acquired upon such sale but for the defendants’ 
wrong. The evidence required to show that profits have been lost, 
and their amount, may depend upon the special circumstances of 
the case. The general rule has been established by an unbroken line 
of decisions in the courts of this state and of the United States, and 
the interlocutory decree has provided that it should be applied in 
this case. 

The number of lipsticks manufactured in accordance with the 
secret formulas of the plaintiff, and sold by the defendants ; the size 
of the containers used, and the persons to whom the sales were made, 
were shown by the books of the defendants. The costs and expenses 
of the plaintiff in manufacturing and selling its lipsticks; the coun- 
ties where sales were made and the prices obtained, were shown by 
the plaintiff’s books. Some of the containers used by the defendants 
were larger than the containers used by the plaintiff. The plaintiff's 
recovery was measured by the difference between the price which the 
plaintiff would have received upon the sale of the number of lip- 
sticks it could have manufactured from the materials used by the 
defendants and the estimated costs and expenses which the plaintiff 
would have incurred in manufacturing and selling that number in 
addition to the lipsticks it actually manufactured and sold. It does 
not appear that the defendants’ lipsticks were sold to plaintiff's cus- 
tomers; on the contrary, it appears that some of the defendants’ lip- 


sticks were sold in counties in which the plaintiff was not attempting 


to distribute its product. With the exception of a comparatively 


small number of lipsticks which the defendants sold in black and 
gold containers resembling the plaintiff's containers, it does not ap- 


pear that the defendants attempted or succeeded in deceiving their 
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customers that they were buying goods manufactured by the plain- 
tiff. The plaintiff has recovered the estimated profits it would have 
made on the lipsticks manufactured and sold by defendants if said 
lipsticks had been manufactured and sold by plaintiff, but there is 
no evidence in this case which would support a finding that plaintiff 
would have sold those lipsticks except for the defendants’ wrong— 
at least unless an inference that the plaintiff would have made those 
sales arises from the fact that the lipsticks made by both the plain- 
tiff and the defendants were made according to a formula which only 
the plaintiff had the right to use. 

The defendants challenge the manner in which the courts below 
have calculated the costs and expenses which the plaintiff would have 
incurred if it, rather than the defendants, had sold the lipsticks in 
fact sold by the defendants. We do not reach the question of 
whether profits which the plaintiff might have made upon sales not 
actually made by it were correctly estimated unless we first de- 
termine that upon this record the plaintiff is entitled to recover any 
estimated profits upon such sales. We are told that the interlocutory 
judgment provides that the plaintiff is entitled to damages measured 
by such profit and that the defendants did not upon the appeal to 
the Appellate Division object to the form of the judgment. The 
language of the interlocutory judgment is not entirely clear upon 
that point, and the learned referee held that under its terms further 
proof was not required to establish that the defendants’ wrong had 
deprived the plaintiff of such profits. Assuming though not decid- 
ing that such construction is correct, then we must determine whether 
the court could properly insert in the interlocutory judgment the 
provision relied upon. The injunctive provisions of the interlocu- 
tory judgment were, as we have said, modified very substantially in 
the Appellate Division, and the question whether the provisions for 
an accounting are an appropriate remedy for the wrongs which the 
court enjoined in the interlocutory judgment as modified is properly 
raised in this court. 

The defendants have competed with the plaintiff and their com- 


petition has been wrongful. Estimated profits which the plaintiff 
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might have derived from sales actually made by the defendants in 
competition with the plaintiff do not “measure the damages except as 
they are shown by a corresponding decrease in plaintiff's own busi- 
ness occasioned by such competition” (Sutherland on Damages, 4th 
ed., p. 4492). 


When a plaintiff in a trade-mark or unfair competition case seeks to 
recover damages, the burden is on him to prove by competent and sufficient 
evidence his lost sales, or that he was compelled to reduce prices as the re- 
sult of his competitor’s wrongful conduct. There is no presumption of law 
or of fact that a plaintiff would have made the sales that the defendant 
made (Dickinson v. Thum Co., 8 Fed. Rep. 2d, 570, 575) [9 T.-M. Rep. 89]. 






In every case where damages have been recovered, measured by 
profits which the plaintiff would have derived from sales made by a 
defendant if the plaintiff had made those sales, there has been some 
evidence tending to show that the defendant’s wrongful acts have 
caused the plaintiff to suffer a commensurate decrease of profits. 
That is true in all the cases relied upon by the respondent upon this 
appeal. Thus, in Conviser v. Brownstone & Co. (209 App. Div. 
584) [13 T.-M. Rep. 71] the defendant’s sales were made to plain- 
tiff’s own customers. In Champlin v. Stoddard (34 Hun. 109, 110) 
it was pointed out that “the referee found, upon sufficient evidence, 
that the plaintiffs were prepared and able to have sold the same 
quantity, in addition to what they did sell, during the same period. 
The evidence shows very clearly that the defendant’s sales were 
made largely in places where the plaintiffs had an established market 
which they had built up by extensive advertising, the defendant’s 
sales being at a reduced price, and in great part to persons who had 
been customers of the plaintiffs.” In Lawrence-Williams Co. v. 
Société Enfants Gombault et Cie (52 F. [2d] 774) [22 T.-M. Rep. 
39], the defendant had been the plaintiff’s exclusive distributor in 
this country, and when he ceased to sell the plaintiff’s product he 
continued to be the sole distributor of the same article, though then 
it was produced by himself. In Platinum Products Corporation v. 
Berthold (supra) the evidence showed that before the defendant 
began to distribute the same article which plaintiff manufactured 


and sold, the plaintiff had built up a national reputation and good- 
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will and sold its product to representative department stores through- 
out the country. The wrongful acts of the defendant enabled the 
defendant to sell, at a lower price, the same product in the same 
field, and in consequence the plaintiff's business was ruined, and 


damages were greater than the profits it would have made if it had 


sold the number of articles which the defendant actually sold (ef. 


also Rose v. Hirsh, 94 Fed. Rep. 177; Continuous Glass Press Co. 
v. Schmertz Wire Glass Co., 219 Fed. Rep. 199; Regina Music Bow 
Co. v. Otto & Sons, 114 Fed. Rep. 505; Transit Development Co. v. 
Cheatham E. 8S. Device Co., 194 Fed. Rep. 963, 966). In all these 
cases there is evidence upon which findings were based to the effect 
that the plaintiff lost sales of its product to the extent measured by 
defendant’s manufacture of its own. 

It is true that the proof in these cases was often far from con- 
clusive. Such proof is not required. The defendants are wanton 
wrongdoers and in such case “every doubt and difficulty should be 
resolved against them” (Rubber Co. v. Goodyear, 9 Wall., U. S. 
788, 803). 

All that is necessary in order to prove actual damages is to furnish some 
reasonable basis or data on which to calculate them, and whenever the 
evidence is sufficiently definite to show the pecuniary loss suffered by the 
complainant, he is entitled to be reimbursed, no matter whether the in- 
fringer gained anything by the infringement or not (Creamer v. Bowers, 35 
Fed. Rep. 206, 208). 

In this case the evidence may be sufficient to permit the infer- 
ence that the defendants have caused some loss of profits to the 
plaintiff, but is certainly insufficient to justify an inference that the 
plaintiff would have made all the sales actually made by the de- 
fendants if the defendants had not competed with it. The plaintiff's 
sales were not reduced after that competition began, nor were its 
profits, and as we have said, at least, in part, the sales by the de- 
fendants were not made in territory where the plaintiff did business. 
We cannot upon this appeal make findings which would sustain even 
a partial recovery; that is a function of the trial court after weigh- 


ing the evidence and choosing among possible inferences. 
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The judgments should be reversed, and a new trial granted to 
determine the plaintiff's damages, in accordance with this opinion, 
with costs to the appellant to abide the event. 

All concur. 


RacpH Brotuers Furniture Company v. RALpH et AL., trading 


as Louis M. Ratreu & Sons 
Pennsylvania Supreme Court 
April 15, 1940 


Unrair Competirion—InpivipvaL Names—Ricur to Use. 

An individual is entitled to the use of his own name in business unless 
he has by contract deprived himself of such right. Moreover, the sale 
of good-will does not involve the obligation to refrain from competing 
under one’s own name. 

Unrarr ComMpPetirion—SvurRNAME IN CorPoRATE NAME—“RaAtPH BrorHers.” 

Where Louis M. Ralph, partner in retail furniture store, assigned 
to. Ralph Brothers, Inc. (later changed to Ralph Brothers Furniture 
Company) the right to use “Ralph Brothers” in corporate name, together 
with exclusive use of trade-marks, labels and good-will, but later sold 
his interest therein and shortly thereafter formed partnership with his 
two sons under the name “Louis M. Ralph & Sons” and opened a com- 
peting store in the same town as appellant, displaying above his store 
the name “Ralph’s,” appellees held rightly enjoined from using the said 
sign or the slogan “Store Owned and Managed by Ralphs”; but they 
were permitted to use the name “Louis M. Ralph” or the surname in the 
partnership title, inasmuch as the said Ralph was active in the business 
and made no attempt to confuse the identity of the two concerns. 


In equity. Action for unfair competition in the use of a trade- 


name. From a decree granting partial relief, plaintiff appeals. 
Affirmed. 


Isreal Krohn, of Easton, Pa., for appellant. 
Russell C. Mauch and Milton J. Goodman, both of Bethlehem, 
Pa., for appellees. 


Barnes, J.: The question before us is whether the defendants are 
guilty of unfair trade competition by the use of the name “Louis M. 
Ralph” and the surname “Ralph,” in the title of the retail furniture 
business conducted by them in the city of Easton. Plaintiff seeks to 


restrain them from using or advertising these names in connection 
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with their business, upon the ground that such use is calculated to 
mislead and deceive the buying public into believing that it is iden- 
tical with the competing retail furniture business which plaintiff 
operates in the same city. 

Following a hearing on bill and answer, findings were made by 
the chancellor substantially as follows: Defendant, Louis M. Ralph, 
and his brother Herman Ralph, as partners operated for twenty- 
eight years a retail furniture store at 234 South Third Street in 
Easton, under the name of “Ralph Bros.’”’ In January, 1929 the 
partnership was incorporated under the title of “Ralph Bros. Inc.” 
and the partners assigned to the corporation, with other firm assets, 
the right to use the name Ralph Brothers as a part of the corporate 
name and the exclusive use of all trade-marks, trade-names and 
trade labels whether owned by the partnership or by the individual 
members of the partnership, and the good-will of the business. 

Ralph Bros. Inc. continued in business until January, 1933 
when receivers of its property were appointed by the United States 
District Court. Subsequently a sale of the corporation as a going 
concern was made by the receivers to a trustee acting for certain of 
the creditors. The latter organized the plaintiff corporation, “Ralph 
Brothers Furniture Company” to take over and carry on the opera- 
tions of the former company. Throughout these proceedings Louis 


M. Ralph and Herman Ralph retained an interest in the business, 


and were made directors of the new corporation. They actively par- 


ticipated in its management until December, 1936, when they sever- 
ally sold to creditor banks all their right, title and interest in the 
property and assets of the company, and terminated their employ- 
ment. 

The record shows, and the court below found, that “for many 
vears the business now known as Ralph Brothers Furniture Com- 
pany was familiarly known as “Ralph’s,” and by this shortened 
name was generally referred to in Easton and the vicinity. 

Shortly after he sold his interest in, and retired from the cor- 
poration, Louis M. Ralph with his two sons, Harry W. and Arnold 


Ralph, who are here his codefendants, established a competing fur- 
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niture store, and since March, 1937 have been trading under the 
name of Louis M. Ralph and Sons at 149 Northampton Street, in 
Easton. This name has been registered under the Fictitious Names 
Act, and it appears from the certificate issued thereunder that the 
sons as partners are the owners of the business. The father is em- 
ployed as manager, and receives a salary for his services, but pos- 
sesses no other interest in the new enterprise. 

The defendants have emphasized in their advertising the fact 
that Louis M. Ralph is associated with their store. They have sent 
post cards to his former customers and have carried his picture in 
their newspaper advertisements with references to his many years of 
experience in the furniture trade on South Third Street and with 
the statement that he is now located on Northampton Street. The 
slogan has been adopted, “The only store in Easton owned and 
managed by Ralph’s.” In neon lights above their place of business 
is prominently displayed the same abbreviated name. 

The chancellor granted an injunction restraining defendants’ use 
of the title “Ralph” or “Ralph’s,” as tending to cause confusion as 
to the identity of the two concerns. He also ordered the defendants 
to remove the electric sign bearing the name “Ralph’s” from their 
place of business, but refused to restrain the use of the name “Louis 
M. Ralph” or the surname in the partnership title. No exceptions 
to the decree were filed by the defendants, but plantiff excepted to 
the court’s refusal to grant the full relief prayed for in the bill. 
From the final decree and the dismissal of its exceptions by the 
court in banc, plaintiff appeals. 

The principle is fundamental that an individual is entitled to 
the use of his own name in his business, unless he has by contract 
deprived himself of that right. In Seligman v. Fenton, 286 Pa. 372 


375, we recognized the rule that 


“Every man has the absolute right to use his own name in his own busi- 
ness, even though he may thereby interefere with and injure the business 
of another bearing the same name; provided he does not resort to any 
artifice, or do any act calculated to mislead the public as to the identity 
of the establishments, and to produce injury to the other beyond that 
which results from the similarity of the names.” 
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See also John H. Gates v. Gates Coal Co. Inc., 114 Pa. Superior 
Ct. 157 [24 T.-M. Rep. 449], where the same rule is applied.’ 

1 See also Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169; The Le Page 
Co. v. Russia Cement Co., 51 Fed. 941; Garrett v. T. H. Garrett & Co., 78 
Fed. 472; Vick Medicine Co. v. Vick Chemical Co., 11 F. (2d) 33; 


De Nobili Cigar Co. v. Nobile Cigar Co., 56 F. (2d) 324 [12 U. S. P. Q. 
142]. 


In the present case the record supports the chancellor’s conclu- 
sion that defendants have not attempted by imitation or artifice to 
confuse the identity of the two concerns, and that the name adopted 
by defendants is not so similar to that of plaintiff “‘as to mislead a 
reasonably observant customer.” On the contrary, it is apparent 
that defendants have constantly endeavored to inform the public 
that the two establishments have no connection because of their de- 
sire to have the sole advantage of the personal reputation which 
Louis M. Ralph has established over a period of years as a furni- 
ture dealer in Easton. 

Referring to a somewhat similar situation which was before us 
in White v. Trowbridge, 216 Pa. 11, we said (p. 22): 

In fact, the real difficulty in this case is that the plaintiffs have reason 
to fear, not that the public will be deceived, but that if the fact becomes 
known that defendant is engaged in the same business the public will 
purposely purchase the goods made by him for the reason that he was 
and is the originator of [the product]. In other words, what the plain- 
tiffs really desire is protection from the business competition of the de- 
fendant, carried on openly and frankly by him under his own name. As 
we have already seen, this was something which they did not provide for 
under the terms of the written agreement when they purchased from him 
his interest in the business, and they cannot now be permitted indirectly 
to attain this end which they failed to stipulate expressly for in negotiating 


the purchase. 
It is urged that when the partners assigned to the original cor- 
poration, Ralph Bros. Inc., the use of the surname, together with all 


trade-names and the good-will, the effect thereof was to preclude 


Louis M. Ralph from permitting the use of his name by a competing 


business. But there is no provision in the contract to support this 
contention, and in the absence of an express stipulation, it cannot be 
interpolated therein. Nor does the sale of the good-will of a busi- 


ness involve an obligation upon the vendor to refrain from entering 
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into a competing enterprise under his own name. See Hall’s Appeal, 
60 Pa. 458; White v. Trowbridge, supra. 

We are in accord with the conclusion reached by the court below 
that there is no indication of bad faith in the fact that Louis M. 
Ralph has no ownership interest in the business which now bears his 


name. This is not a case where a person assigns the right to use his 


name to an establishment with which he has thereafter no connection. 
See Juan F’, Portuondo Cigar Mfg. Co. v. Vincente Portuondo Cigar 


Mfg. Co., 222 Pa. 116. Nor is it one in which a person is taken into 
a business, or given an interest therein, simply to furnish a plausible 
excuse for the use of his name. See Wm. A. Rogers v. H. O. Rogers 
Silver Co., 287 Fed. 887 [7 T.-M. Rep. 170]; De Nobili Cigar Co. 
v. Nobile Cigar Co., 56 F. (2d) 324 [22 T.-M. Rep. 136]. Here 
the defendant named took an active part in organizing the new firm, 
and has been giving to it the benefit of his many years of experience. 
The testimony discloses that in the capacity of manager he directs 
its operations, and that his efforts on its behalf constitute his sole 
occupation. There is no suggestion that his employment is a sub- 
terfuge to obtain the use of his name, but on the contrary his knowl- 
edge and experience are the foundation of the business. 

We see no reason to disturb the findings of the court below and 
the decree entered pursuant thereto. 

Decree affirmed; costs to be paid by appellant. 
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FRANKFORT Distit_teries, INc. v. Kasko DistitLters Propvucts 


Corp. 
United States Court of Customs and Patent Appeals 


May 6, 1940 


Trape-Marks—OpposirioN—“MARYLAND Rose” anv “Four Roses”’—Con- 
FLICTING Marks. 

A trade-mark consisting of the words “Maryland Rose” held to be 
confusingly similar to the words “Four Roses,” both marks being used 
on whiskey. 

Trapve-M arks—OpposirIoN—CoNFUSING SIMILARITY—CRITERION. 

Although one part of a mark may be less conspicuous than the other, 
the less conspicuous part may be the dominant portion, the dominant 
portion being that part which the purchaser of the goods is more likely 
to remember than another part. 


On appeal from a decision of the Commissioner of Patents in a 
trade-mark opposition. Reversed. 


R. J. Mawhinney, of Washington, D. C., for appellant. 
A. W. Murray, of Chicago, IIl., for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 


proceeding wherein the Commissioner of Patents reversed a decision 


of the Examiner of Interferences which sustained appellant’s notice 
of opposition to the registration by appellee of the words “Maryland 
Rose” as applied to whiskey. 

Appellee’s application was filed on May 1, 1937, and it is therein 
stated that its said mark had been continuously applied to its goods 
(whiskey) since October 1, 1934. 

The notice of opposition alleged appellant’s use upon whiskey 
of the mark “Four Roses” long prior to October 1, 1934, and two 
registrations of the same, one of which was issued on July 24, 1934. 
In said notice it was also alleged that the marks of the respective 
parties were confusingly similar, and that appellant would be 
damaged by the registration of appellee’s mark. 

Both parties took testimony. It was established that the use by 
appellant of the mark “Four Roses” long antedated the use by ap- 
pellee of its mark, and that appellant has expended large sums of 


money in practically every medium of advertising and has made its 
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goods marked as aforesaid familiar to purchasers in every part of 
the United States. 

After the testimony in behalf of the respective parties had been 
completed, appellee moved to amend its application by disclaiming 
the word “Maryland” apart from the mark shown. This motion 
was denied by the Examiner of Interferences. With respect to this 
attempted disclaimer, the Commissioner in his decision stated: 
Applicant tendered a disclaimer of the geographical term “Maryland,” 
which for sufficient reasons the Examiner of Interferences refused to enter. 
His ruling in that regard will not be disturbed. It does not affect the rights 
of the parties in so far as this proceeding is concerned, and if applicant 
finally prevails the disclaimer may be presented to the Examiner of trade- 
marks for appropriate action. 
We are of the opinion that the Commissioner erred in reversing 
the decision of the Examiner of Interferences upon the merits, and 
that such decision should have been affirmed. 

While it is true that in determining the question of similarity of 
different trade-marks they must be considered as a whole, it is well 
established that one word or feature of a mark may be the dominant 
portion thereof and be given greater force and effect than other 
parts of the mark. American Brewing Company, Inc. v. Delatour 
Beverage Corporation, etc., 26 C. C. P. A. (Patents) 778, 100 F. 
(2d) 253 [29 T.-M. Rep. 40]; Baltimore Paint § Color Works v. 
Bennett Glass & Paint Co., 17 C. C. P. A. (Patents) 1269, 40 F. 
(2d) 1009 [20 T.-M. Rep. 476]; The Bon Ami Company v. McKes- 
son & Robbins, Inc., 25 C. C. P. A. (Patents) 826, 93 F. (2d) 915 
[28 T.-M. Rep. 87]; Charles R. Spicer, etc. v. W. H. Bull Medicine 
Co., 18 C. C. P. A. (Patents) 1402, 49 F. (2d) 980 [21 T.-M. Rep. 
406]. 

In accordance with this rule, in the case of Richard Hellman, 
Inc. v. Oakford & Fahnestock, 19 C. C. P. A. (Patents) 816, 54 F. 
(2d) 423 [22 T.-M. Rep. 18], we held that the marks “Richard 
Hellman’s Blue Ribbon” and “Blue Ribbon” were confusingly 
similar when used upon identical goods. 

In the case of Baltimore Paint & Color Works v. Bennett Glass 


§ Paint Co., supra, we held that the mark “Surface Insurance Policy 
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Products” was confusingly similar to the mark “Property Life In- 
surance’ used upon identical goods. 

These cases are cited to illustrate the fact that, although one 
part of a mark may be less conspicuous than another part, the less 


conspicuous part may be the dominant portion thereof. 


If the purchaser of trade-marked goods would be more likely to 


remember one part of a mark than another part as indicating origin 
of the goods, such word is the dominant part of the mark under the 
decisions above cited. 

In the case of American Brewing Company, Inc. v. Delatour 
Beverage Corporation, etc., supra, we quoted with approval from 
the concurring opinion of Judge Hatfield in the case of The Bon 


Ami Company v. McKesson & Robbins, Inc., supra, as follows: 


If all that a newcomer in the field need do in order to avoid the charge 
of confusing similarity is to select a word descriptive of his goods and com- 
bine it with a word which is the dominant feature of a registered trade-mark 
so that the borrowed word becomes the dominant feature of his mark, the 
registered trade-mark, made valuable and outstanding by extensive adver- 
tising and use, soon becomes of little value, and, of course, each of the 
subsequent imitating trade-marks (and there would be many) is of value 
only to the extent that its users are trading on the good-will of the owner 
of the original registered trade-mark. 


In said case of American Brewing Company, Inc. v. Delatour 
Beverage Corporation, etc., supra, after quoting the foregoing, we 


stated: 


We think the observations last above quoted are applicable here, and 
that confusing similarity between two trade-marks may not be avoided by 
the later user merely by adding descriptive disclaimed words to a technical 
mark clearly similar to the mark of the earlier user. Were it otherwise, one 
desiring to profit from another’s trade-mark could appropriate it and, by 
super-imposing upon it a number of descriptive words, not in themselves 
registrable, and therefore disclaimed apart from the mark shown, secure 
registration of the same, because the two marks would not be confusingly 
similar if the descriptive disclaimed words be given the same effect, in con- 
sidering the mark as a whole, as if such disclaimed words were in themselves 
registrable as a valid trade-mark. In other words, it can not be that an 
applicant, by combining a technical trade-mark and descriptive words, 
neither of which alone would be registrable to him, can produce a com- 
posite mark which is registrable. 


In the case of In re Coca-Cola Bottling Co. of Los Angeles, 18 
C. C. P. A. (Patents) 1384, 49 F. (2d) 838 [21 T.-M. Rep. 311], 
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the question involved was whether the mark “Lemon Frost” used as 
a trade-mark on a soft drink was confusingly similar to the mark 
“Jack Frost’ used upon extracts and syrups for making non- 
alcoholic, maltless beverages. In our decision we stated: 

Since “Lemon” is descriptive and “Frost” would be prohibited to appli- 
cant on account of the registration of “Jack Frost” the matter, under the 
facts of this case, resolves itself into a question of whether, by combining 
a descriptive word with a prohibitive word, applicant can be held to have 
created a nonconflicting, arbitrary mark, not descriptive, and unlikely to 
cause confusion. 

We do not think it may be properly so held. 

While the three cases last above cited refer to descriptive words 
in a trade-mark, the same principle is applicable to geographical 
terms, for such terms, like descriptive words, cannot, unless they 
have a secondary meaning, indicate origin of the goods in the pro- 
ducer thereof. 

It is clear to us that the word “Rose” is the dominant part of 
appellee’s mark, the word “Maryland” not in any way indicating to 
purchasers the origin of the goods in the distiller, but only the State 
in which the goods are produced. It is likewise clear that in appel- 
lant’s mark “Four Roses” the dominant part is the word “Roses.” 

It appears from the record that appellant has expended large 
sums of money in advertising its “Four Roses” brand of whiskey and 


its sales of this brand amount to several million dollars per year. 


It is an old trade-mark originating with appellant’s predecessor 
prior to 1923. 

There is nothing in the record to indicate the amount of sales of 
appellee’s brand of ‘““Maryland Rose” whiskey, and there is no evi- 
dence respecting the date of adoption of its said mark; but, as here- 
inbefore stated, its application, which was filed May 1, 1937, states 
that the mark had been used by appellee since October 1, 1934. 

It will be seen from the foregoing that appellee has adopted as 
the dominant part of its mark the dominant part of appellant’s 
mark, except that in appellee’s mark the dominant part is the word 
“Rose,” while in appellant’s mark the dominant part is the plural of 
rose, viz., “Roses.” 

In the case of Carmel Wine Company v. California Winery, 38 
App. D. C. 1 [2 T.-M. Rep. 33], the court stated: 
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It goes without saying that one has no right to incorporate the 
mark of another as an essential feature of his mark. Such a practice would 
lead to no end of confusion, and deprive the owner of a mark the just pro- 
tection of which the law accords him. 

The testimony shows that appellant’s brand of whiskey is often 
called for under the name of “Roses,” and it is clear to us that it 
is this part of appellant’s mark that would be remembered by ordi- 
nary purchasers, and that the word “Rose” in appellee’s mark is the 
part that would be remembered by such purchasers. It therefore 
follows, in our opinion, that appellee’s mark, considered as a whole, 
so nearly resembles appellant’s mark as to be likely to cause confu- 
sion or mistake in the mind of the public. 

It may be thought by some that our decision in the case of 
Kasko Distillers Products Corp. v. Records & Goldsborough, Inc., 
Patent Appeal No. 4252, 27 C. C. P. A. (Patents) —, —— F. (2d) 
—— [30 T.-M. Rep. 152], is inconsistent with the views here ex- 
pressed, but we do not so regard it. There the competing marks 


were “Melrose” and “Maryland Rose” used upon identical goods. 


“Melrose” was a single word and in our opinion the ordinary pur- 


chaser would not dissect the word ‘Melrose’ and remember only the 
last syllable of it. The real question discussed in the opinion in that 
case was whether the entire mark “Maryland Rose” was confus- 
ingly similar to the mark “Melrose,” giving equal significance to 
each of the words “Maryland” and “Rose.”” Whether the last sylla- 
ble of the mark “Melrose” was the dominant part thereof was not 
discussed or suggested in our decision, the term “Melrose”’ not being 
hyphenated. 

Moreover, it is a fair assumption, in view of the extensive ad- 
vertising by appellant of its “Four Roses” brand of whiskey and 
the very large sales thereof, that appellee’s officers had knowledge 
of appellant’s mark, and when it adopted its mark appellee must 
have expected to profit by the similarity of the same to appellant’s 
mark, 

For the reasons hereinabove stated, the decision of the Commis- 


sioner of Patents is reversed. 
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Jackson, J., dissenting: The decision of the Commissioner 
should be sustained. In my opinion the respective marks should be 
considered as a whole. I can see no conspicuous feature in either of 
the marks. Certainly, when they are considered as a whole with 
respect to their appearance, sound and meaning they differ radically. 
I see no occasion to take the marks apart, and I think the rule as 
stated by us in the case of Norris, Inc. v. Charms Co., Patent Appeal 
No. 4288, 27 C. C. P. A. (Patents) —, —— F. (2d) —— (see p. 
349, post), decided concurrently, is applicable in the instant case. In 
that case we said: 
It is a familiar rule that in determining the similarity of trade-marks 
they shall be viewed as a whole. This principle is so elementary in trade- 
mark law as to require no citation of authority. In determining the ques- 
tion of similarity and the likelihood of confusion, where the goods upon 
which the respective marks are used are identical .... the appearance of 
the marks, their sound and meaning are all to be taken into consideration 


If any or all of these elements suggest the probability of confusion, or if 


there is doubt on the question, the newcomer’s mark is not entitled to regis- 
tration. 


The Commissioner, in his decision, with respect to the word 
“roses” alone used in calling for the goods of appellant, in my opin- 
ion, reasoned correctly as follows: 


Opposer points out that its “Four Roses” whiskey is often referred to 
by the single word “Roses;” but no claim is made that this word alone has 
ever been used by opposer as a trade-mark, or in a manner analogous 
thereto. Moreover, the word does not occur in applicant’s mark, nor is 
there anything in the record to indicate that applicant’s similar word‘ 
“Rose,” is ever used alone; and the presumption is that it will be used only 
in association with the equally prominent word, “Maryland.” See Lucian 
Lelong, Inc. vy. Elgin American Manufacturing Co., 23 C. C. P. A. 1139, 83 
F. (2d) 690, where the court said: 


But we cannot presume that the parties will use a part of their regis- 
tered marks only, or that they will wilfully indulge in practices which are 
subversive to the rights of some other registrant. The marks, so far as 
this court is concerned, must be taken as they are registered, with the 
presumption that the parties will use the marks as registered. 

In passing, it is not amiss to observe that consumers who are 
-areful and discriminating enough to purchase whiskey by brand or 
name know exactly what they wish to buy and see to it that they 
get what they ask for. 
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RAFFAELE MARTORELLI (Caruso Propucts Distrisutine Corpe., 


Assignee, substituted) v. THe ATLantic Macaroni Company, Inc. 
United States Court of Customs and Patent Appeals 
May 6, 1940 


TrapeE-Marks—CANCELLATION—“Caruso” CANNED FiIsH, VEGETABLES AND 
Grocertes—Goops oF SAME DescriprivE PROPERTIES. 

Canned peeled tomatoes and tomato paste and fish preserved in oil, 
canned vegetables, rice, coffee and tea held to be of the same descriptive 
properties as macaroni, vermicelli and noodles. 

Trape-MaArks—CaNCELLATION—PERMISSION TO Use Persona NAME AND 
Picture. 

Although Enrico Caruso granted to each of the parties permission 
to use his name and picture as trade-marks, such permission did not 
give the right to register said name and picture, this being controlled 
by the statute. 


On appeal from a decision of the Commissioner of Patents in a 
cancellation proceeding. Affirmed. For the Commissioner’s deci- 
sion see 28 T.-M. Rep. 565. 


Charles R. Allen, of Washington, D. C., and Howard P. King, of 


New York City, for appellant. 
Vincent J. Malone, c/o Parker & Duryce, of New York City, for 
appellee. 


Garrett, P. J.: This is an appeal from the decision of the 
Commissioner of Patents reversing, in part, that of the Examiner of 
Interferences in a proceeding instituted by the Atlantic Macaroni 
Company, Inc., seeking to have cancelled certain trade-marks origi- 
nally registered in the name of Raffaele Martorelli and by him as- 
signed to Caruso Products Distributing Corporation. 

Originally, appellee in its petition, filed November 30, 1936, 
sought cancellation of three registrations numbered, respectively, 
167,732, 170,703, and 186,861. As to No. 170,703, the Examiner of 
Interferences held that appellee was estopped under the doctrine of 
res adjudicata, because of an adjudication in an opposition proceed- 
ing concerning it, and that holding was affirmed by the Commis- 
sioner. Appellee did not cross appeal to this court. So, we are 


concerned only with registrations numbered 167,732 and 186,861 as 
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to which the Commissioner reversed the decision of the Examiner 
of Interferences. 

Number 167,732 comprises the word “Caruso,” printed in fanci- 
ful type, together with what purports to be a picture of Mr. Caruso 
inscribed with his autograph. It was granted May 8, 1923, on an 
application filed December 8, 1921, and recites the use of the mark 
“since November 21, 1921,” for “Canned Peeled Tomatoes and 
Tomato Paste.” No. 186,861, granted July 22, 1924, on an applica- 
tion filed August 26, 1922, comprises the words “Enrico Caruso” in 
fanciful arrangement. The certificate recites the use of this mark 
“since July, 1921” for “Fish Preserved in Oil, Canned Vegetables, 
Rice, Coffee, Tea.” 

Appellee’s petition for cancellation was based upon two regis- 
trations numbered, respectively, 122,003 and 149,825. ‘The first 
of these consists of the words “Enrico Caruso,” seemingly in auto- 
graphic form. It was issued June 18, 1918, upon an application 
filed January 24, 1918, in which its use was alleged “since March 
30, 1917,” for “macaroni, vermicelli, and noodles.” The second 
embraces the name and a photograph of Mr. Caruso, together with 
certain disclaimed matter. It was issued December 27, 1921, upon 


al, 


an application filed March 22, 1921, use of it on “packages and 


boxes” containing “macaroni” being alleged “‘since May 25, 1920.” 


The Examiner of Interferences pointed out that “some re- 
semblances and some differences” are contained in the marks used 
by the respective parties, and that the goods of the respective parties 
are “specifically different but all are foods.” He did not, however, 
rest his decision, dismissing the petition for cancellation, upon the 
differences in the marks coupled with the difference in species of 
the goods, as is sometimes done where the right of registration arises 
in ex parte or opposition proceedings. His decision rested rather 
upon a theory which was epitomized in the decision of the Commis- 
sioner as follows: 


The Examiner of Interferences was of the opinion that in 1921 and 1922, 
when respondent’s [appellant here] applications were filed, these goods and 
respondent’s would have been held to be of different descriptive properties, 


and that for the purposes of this proceeding respondent was therefore “en- 
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titled to the use of the mark at the date of his application for registration 
thereof.” There being no claim of nonuse or abandonment, the Examiner 
thus concluded that the Patent Office is without jurisdiction under the 
statute to cancel respondent’s registrations, and dismissed the petition. 


The Commissioner took the view that the goods covered by the 
involved registrations and the goods to which appellee applies its 


mark “are unquestionably of the same descriptive properties within 


the meaning of the Trade-Mark Act as now construed by the courts, 
and earlier rulings indicating a contrary view must be regarded as 
overruled.” 

The decision of the Examiner of Interferences was rendered 
February 8, 1938, and that of the Commissioner September 27, 1938. 
In the decision of the latter, reference was made to his decision of 
April 8, 1938 (subsequent to that of the former in this case) in the 
case of Dwinell-Wright Co. v. White House Milk Products Co., 
190 O, G. 975, 37 U. S. P. Q. 339, with the statement that the legal 
question considered in that case was the same as the one here in- 


volved, and the following was quoted from his decision in that case: 


That canned milk must today be regarded as merchandise of the same 
descriptive properties as both tea and coffee is clear beyond argument. 
See Joseph Tetley & Co. v. Bay State Fishing Co., 23 C. C. P. A. 969, 82 
F. (2d) 299, and cases there cited. The Examiner of Interferences was of 
the opinion, however, that in view of certain rulings cited in his decision 
these goods would not have been so regarded by the Patent Office in 1918, 
and that respondent was therefore entitled to use and register its trade- 
mark when its application was filed. He thus concluded that the Office is 
without jurisdiction under the statute to cancel the registration. 

I am unable to adopt the Examiner’s reasoning. The goods are the same 
now as they were in 1918, as is also the language of the statute. If confusion 
is now likely to result from the concurrent sale of canned milk and coffee 
under identical trade-marks that likelihood was necessarily present when 
respondent filed its application. Respondent’s registration should have been 
refused because the mark was owned, registered and in use by petitioner, 
and “appropriated to merchandise of the same descriptive properties,” when 
respondent’s application was filed. Any views to the contrary then enter- 
tained in the Patent Office have since proved to be erroneous; and surely 
such administrative error cannot be said to have conferred upon respondent 
the right to use petitioner’s trade-mark. 


Following the reasoning as stated, the Commissioner rendered 
his decision in the instant case. 
It is proper to say that the Dwinell-Wright Co. case, supra, was 


appealed to this court and that it is being decided concurrently, the 
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decision of the Commissioner (which was also a reversal of the 
decision of the Examiner of Interferences) being affirmed. White 
House Milk Products Co. (White House Milk Co., Inc., Assignee, 
Substituted) v. Dwinell-Wright Company (Appeal No. 4153), 27 
C. C. P. A. (Patents) ....,.... F. (2d) .... (see p. 351 post). 

It is proper to say further that the question of laches, one of 
the prominent questions in the Dwinell-Wright Co. case, supra, was 
not raised by appellant in the instant case. 

Appellant’s contentions before us rest largely upon the basis of 
its claimed right to use the marks under what it asserts to have been 
the state of the law as the trade-mark registration statute was being 
construed by the various administrative and judicial tribunals hav- 
ing occasion to pass upon it at the time its registrations were secured. 

This question was present in the Dwinell-Wright Co. case, 
supra, and has been fully considered. It is unnecessary to add to 
what is said concerning it in our decision there. 


A phrase of the case dwelt upon at some length in the brief on 


behalf of appellant is that growing out of the permission given it 


by Mr. Caruso to use his name and portrait on its goods. 

It appears as a matter of fact that Mr. Caruso granted permis- 
sion to each of the parties to use his name and picture in connection 
with the particular goods on which they were used, and appellant 
presents the view that, by reason of the permission so granted, its 
right to retain the registration became fixed. As is said in the deci- 
sion of the Commissioner, “Obviously, this position is untenable.” 
The right to use his name was a matter within Mr. Caruso’s con- 
trol, but the right to register it is controlled by the statute. A per- 
son may not even register, as a technical trade-mark, a facsimile of 
his own name for use in his own business when such registration 
would result in confusion in trade. J. B. Williams Co. v. Ernest W. 
Williams, 18 C. C, P. A. (Patents) 1133, 38 F. (2d) 398 [21 T.-M. 
Rep. 188]. 

It is our view that the Commissioner reached the correct conclu- 
sion and his decision is affirmed. 





NORRIS, INC. V. CHARMS CO, 


Norris, INcorPoRATED v. CHARMS COMPANY 
United States Court of Customs and Patent Appeals 
May 6, 1940 


TrRADE-M arks—CANCELLATION—“CHARMANT” AND “CHARMS”—CONFLICTING 
Marks. 


The word “Charmant” held to be confusingly similar to the word 
“Charms,” both marks being used upon candy, notwithstanding that the 
former mark was used on dollar packages and the latter on five-cent 
candies. 

‘TRADE-MArks—CANCELLATION—ABSENCE OF CONFUSION. 

The fact that no confusion was affirmatively shown in the past, held 
not to prove that actual confusion does not now exist or may arise by 
reason of changes in trade practice. 

On appeal from a decision of the Commissioner of Patents in 


a cancellation proceeding. Affirmed. 


Thomas L. Mead, Jr., of Washington, D. C., and Ernest P. 
Rogers, of Atlanta, Ga., for appellant. 
William F. Nickel, of New York City, for appellee. 


Bianp, J.: In this appeal from the decision of the Commissioner 
of Patents, appellant challenges the correctness of his decision in 
affirming that of the Examiner of Interferences in sustaining the 
petition of the appellee for the cancellation of appellant’s registered 
trade-mark “Charmant,”’ No. 344,410, which was registered March 
23, 1937, for use on candy. Appellant alleged a trade-mark use 
since September, 1929. Appellee’s trade-mark, upon which the peti- 
tion for cancellation is based, consists of the word “Charms” which 
was registered May 4, 1920, No. 130,669, also for use upon candy. 
Appellee in its application for registration alleged a use of said mark 
since October, 1917. 

Appellant very frankly and concisely states the issue: 


... The goods of the parties admittedly possess the same descriptive 
properties and the only contention presented by the pleadings, arguments 
and briefs of the parties before the Examiner of Interferences and the 
Commissioner of Patents was that of confusing similarity, it being conceded 
that appellee was the prior adopter, user and registrant. 


The question to be determined is whether or not, in view of the 


registered trade-mark “Charms,” appellant was entitled at the time 


of registration to register “Charmant” for goods of the same descrip- 
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tive properties as those sold under the registered trade-mark 
“Charms.” In other words, did the mark “Charmant”’ so nearly re- 


semble the registered mark “Charms” that confusion or mistake in 


the mind of the public or deception of purchasers was likely to result 


from concurrent use of the two marks upon identical goods, so as to 
invoke the prohibition relating to registration in subsection (b) of 
Section 5 of the Trade-Mark Act of February 20, 1905, as amended? 
Otherwise stated, did the mark of appellant, used upon candy, dis- 
tinguish its goods from other goods of the same class in accordance 
with the mandatory provisions of the first part of Section 5 of said 
act? 

It may be observed that appellant contends that its mark is used 
upon its “dollar package” while that of appellee is used upon “‘five- 
cent candies,” and that there is some difference in the kind of candy 
sold by the respective parties. The marks are registered for use 
broadly upon candy and we regard the circumstance of the difference 
in the size of the packages now used and the difference in the char- 
acter of candy sold as being immaterial in determining the issue in 
this case. 

It is a familiar rule that in determining the similarity of trade- 
marks they shall be viewed as a whole. This principle is so elemen- 
tary in trade-mark law as to require no citation of authority. In de- 
termining the question of similarity and the likelihood of confusion, 
where the goods upon which the respective marks are used are iden- 
tical (in the instant case, candy), the appearance of the marks, their 
sound and meaning are all to be taken into consideration. If any or 
all of these elements suggest the probability of confusion, or if there 
is doubt on the question, the newcomer’s mark is not entitled to regis- 
tration. 

According to the record, appellee has continuously used its mark 
“Charms” on candy since 1917. It further appears that it has sold 
and advertised its products throughout the United States for more 
than twenty years, sales reaching in one state as high as $20,000 
per year, and that the advertising of said goods under said mark has 
been extensive throughout the United States. 

Appellant contends that a concurrent use of the two marks in the 


same market for eight years on the respective goods involved has, 
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according to the record, shown no confusion as to ownership and that 
this should be taken into consideration in determining the likelihood 
of confusion arising at the time appellant’s mark was registered. 

It is well understood that in determining the likelihood of confu- 
sion arising from the similarity of concurrently used trade-marks, 
the fact that no actual confusion has been proved is not determina- 
tive of the question as to whether at the time of registration there 
was a likelihood of such confusion. The fact that the record does 
not affirmatively show that confusion has existed in the past does 
not necessarily prove that actual confusion does not now exist or 
that by reason of the variation of trade practices it may not be likely 
to exist in the future. 

The only difference between appellant’s mark and that of appel- 
lee is in the syllable “ant” of appellant’s mark and the omission of 
“s” in appellee’s mark. The word “Charmant’”’ is a French one, 
said to mean “charming” or “lovely.” It is obvious that the mark 
in appearance, sound and meaning is quite similar to the word 
“charms.” We think appellant’s use of its said mark will not dis- 
tinguish its goods from those of the petitioner; that if the two marks 
are concurrently used on identical goods there is, in a statutory 
sense, a likelihood of confusion resulting; that the Patent Office 
tribunals correctly concluded that appellant’s mark should not have 
been registered, and that it should be cancelled. The decision of 
the Commissioner of Patents, affirming that of the Examiner of 


Interferences, requiring that the mark be cancelled, is affirmed. 





Wuite House Mitk Propucts Co. (Wuite House Mixx Co., INc., 


Assignee, Substituted) v. Dwinett-Wrigut Company 
United States Court of Customs and Patent Appeals 
May 6, 1940 


Trape-MarKs—CANCELLATION—“WuitE House” anvp Picrure or SaME— 
Tea AND CoFFEE, AND CANNED, UNSWEETENED AND EVAPORATED 
Miitx—Goopns or SAME DescripTiveE PRoPERITIES. 

Canned, unsweetened and evaporated milk held to be of the same 
descriptive properties as tea and coffee. 
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Trape-M arks—CANCELLATION—EFrFeEct OF CONTRARY RULINGs. 

In the case at issue, inasmuch as appellee was entitled to the exclu- 
sive use of its registered trade-mark long before appellant’s application 
was filed, the fact that the Patent Office subsequently registered the 
latter’s mark could in no way affect appellee’s rights. 

‘Trape-MArKs—CANCELLATION—LACHES. 

Although appellee was for many years aware of the use of appel- 
lant’s trade-mark and made no objection thereto, it nevertheless has 
the right to sue for cancellation whenever it deemed itself injured by 
appellant’s registration. 

On appeal from a decision of the Commissioner of Patents re- 
versing a decision of the Examiner of Trade-Mark Interferences 
dismissing a suit for cancellation. Affirmed. For the Commis- 
sioner’s decision see 28 T.-M. Rep. 330. 


Sylvester J. Liddy, of New York City, and Harry E. Seidel, of 
Washington, D. C., for appellant. 
Edward G. Fenwick, and Charles R. Fenwick, both of Washing- 


ton, D. C., for appellee. 


Jackson, J.: This is an appeal in a trade-mark cancellation pro- 
ceeding from a decision of the Commissioner of Patents which re- 
versed a decision of the Examiner of Trade-Mark Interferences and 
granted the petition of appellee for cancellation of the trade-mark 
of appellant. 

The appeal was first argued before this court on May 3, 1939, 
and again, at the request of the court, on January 4, 1940. 

Each of the parties is the owner of a registered trade-mark which 
consists of the words “White House” in association with a picture 


of the White House. The trade-mark of appellant is applied to 


canned, unsweetened, evaporated milk and was registered February 
18, 1919, upon an application filed September 19, 1918. Appellee 


has two registrations of the said mark, No. 77,624 for use on tea and 


No. 77,625 for use on coffee, both dated April 26, 1910. Appellee’s 
registrations were duly renewed and are in full force and effect. 
The proceeding was instituted by appellee pursuant to Section 
13 of the Trade-Mark Act of February 20, 1905, as amended, and 
relates solely to the ““confusion-in-trade” clause of Section 5 of said 


act as the statutory ground “that the registrant was not entitled to 


6A eR Ney RCE Re ete oer 





WHITE HOUSE MILK PRODUCTS CO. V. DWINELL-WRIGHT CO. 353 


the use of the mark at the date of his application for registration 
thereof.” 

The answer of the appellant traversed the allegations of the 
petition and set up as one affirmative defense, among others not 
necessary to set out here, that: 


By reason of its recognition, acquiescence in and concession of regis- 
trant’s ownership of and right in and to the trade-mark consisting of the 
words “White House” and representation thereof for canned milk, applicant 
for cancellation is estopped from denying registrant’s right to the use and 
registration of the trade-mark “White House” and is barred from the relief 
it seeks in this proceeding. 

Both parties took testimony. It appears that each does a busi- 
ness of great volume and has expended large sums of money in ad- 
vertising and otherwise. Appellant is wholly owned or controlled 
by the Great Atlantic and Pacific Tea Company, through whose 


stores its product has been exclusively sold since 1922. Appellee 


sells its ‘““White House” coffee to various retail stores, including the 


Great Atlantic & Pacific Company, which has been retailing the said 
coffee since at least 1930. The president of appellee had known of 
canned milk sold under the trade-mark “White House” since “prob- 
ably 1919 or 1920.” 

The decisions below turned on different interpretations of Sec- 
tion 13 of the said act which reads as follows: 


Section 13. [U. S. C., Title 15, Section 93] That whenever any person 
shall deem himself injured by the registration of a trade-mark in the Patent 
Office he may at any time apply to the Commissioner of Patents to cancel 
the registration thereof. The Commissioner shall refer such application to 
the Examiner in charge of interferences, who is empowered to hear and 
determine this question and who shall give notice thereof to the registrant. 
If it appear after a hearing before the Examiner that the registrant was 
not entitled to the use of the mark at the date of his application for regis- 
tration thereof, or that the mark is not used by the registrant, or has been 
abandoned, and the Examiner shall so decide, the Commissioner shall cance] 
the registration. Appeal may be taken to the Commissioner in person from 
the decision of the Examiner of Interferences. 


In his decision the Examiner of Interferences did not pass upon 
the defense of estoppel; the Commissioner in his decision did. We 
have here two questions: 


1. Was appellant entitled to the use of the mark at the date of its ap- 
plication for registration thereof? 
2. Was appellee estopped by reason of its conduct? 
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According to the interpretation placed upon said Section 13, 
supra, by the Examiner of Interferences, if at the time the applica- 


tion of appellant was filed, and under the practice and rulings then 
obtaining in the Patent Office, the merchandise of the respective 
parties could not have been held to possess the same descriptive 
properties, the petition should be dismissed. He so found, basing 
his finding upon his statement that: 

: The Examiner is aware that no interference could have been 
properly declared between the application of the respondent and either of 
the registrations issued to the plaintiff. Furthermore, if the plaintiff had 
filed a notice of opposition at the time this application of the respondent 
was published, it would have been dismissed on the ground that the goods 
did not possess the same descriptive properties. That is to say, the regis- 


tration herein sought to be cancelled could not have then been properly re- 
fused by this Office. . . 


The Examiner cited a number of decisions rendered between 
1910 and 1929 to corroborate his above-quoted statement, including 
a decision rendered in 1922, Sears §& Nichols Canning Co. v. Fey, 
141 Ms. D. 270 [12 T.-M. Rep. 480], in which coffee and tea were 
held to be goods not possessing the same descriptive properties as 
canned milk. He then concluded that the Patent Office was without 
jurisdiction under the statute to cancel the registration and, accord- 
ingly, dismissed the petition and recommended that the registration 
of appellant be not cancelled. 

The Commissioner, in reversing the decision of the Examiner, 
stated: 

I am unable to adopt the Examiner’s reasoning. The goods are the 
same now as they were in 1918, as is also the language of the statute. If 
confusion is now likely to result from the concurrent sale of canned milk 
and coffee under identical trade-marks that likelihood was necessarily 
present when respondent filed its application. Respondent’s registration 
should have been refused because the mark was owned, registered and in 
use by petitioner, and “appropriated to merchandise of the same descriptive 
properties,” when respondent’s application was filed. Any views to the 
contrary then entertained in the Patent Office have since proved to be 


erroneous; and surely such administrative error cannot be said to have con- 
ferred upon respondent the right to use petitioner’s trade-mark. 


We agree with the above statement of the Commissioner. We 
have no doubt but that canned milk and tea and coffee possess the 


same descriptive properties. Beverages are made from both and 
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they are commonly used together. They are sold, in cans, in the 
same stores to the same class of customers. Coffee has been held 
by this court to be goods of the same descriptive properties as fruits 
and vegetables, canned, dried and preserved, pork and beans, 
pickles, mustard and sardines. California Packing Corporation v. 
Tillman & Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 
108 [20 T.-M. Rep. 238]. It is unnecessary to cite any other of the 
numerous cases of this court bearing upon this question. Following 
the construction of the phrase “merchandise of the same descriptive 
properties” as heretofore declared by this court, we hold that the 
canned milk of appellant and the tea and coffee of appellee are goods 
of the same descriptive properties. 

Since the goods herein are of the same descriptive properties 
and the marks of the parties practically identical, likelihood of con- 
fusion of origin in the mind of the public is, in our opinion, probable. 
Any practice or rulings in the Patent Office in former years cannot 
create in an applicant for registration of a trade-mark a conclusive 
vested right. However, it is prima facie a valid mark. Therefore, 
since we hold here that the goods of the parties hereto are of the 
same descriptive properties, it follows that they were of the same 
descriptive properties in 1918 and 1919 and that appellant should 
not have been granted registration of its trade-mark. 

We cannot see how it can be said, unless by speculation or as- 
sumption without basis, that either an interference or an opposition 


proceeding between the parties twenty years ago would have neces- 


sarily resulted in the registration of the trade-mark by appellant. 


Appellee was entitled to the exclusive use of its registered trade- 
mark years before the application of appellant was filed. The fact 
that subsequently the Patent Office registered the trade-mark of 
appellant could in no respect affect the rights of appellee in the 
premises. Appellee was and is entitled to the exclusive use of its 
trade-mark against the use of the same trade-mark by others on 
goods of the same descriptive properties. 

The record shows that for many years appellee was aware of 


the use of the trade-mark by appellant and, until the present 
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proceeding was instituted, made no objection to such use and that 
for a long period of time with said knowledge it sold its goods in 
part to the Great Atlantic & Pacific Tea Company, which was the 
sole distributor of appellant’s goods. While it seems strange that 
appellee, under the circumstances herein, has suddenly deemed it- 
self injured, this of course, cannot be considered by this court. Ap- 
pellee, in the purely statutory proceeding provided for in said Sec- 
tion 13, supra, had the right whenever it deemed itself injured by the 
registration of appellant’s trade-mark, to file its petition for cancel- 
lation at any time. As we held in the case of Cluett, Peabody & Co. 
(Inc.) v. Samuel Hartogensis [ Ete.|, 17 C. C. P. A. (Patents) 1166, 
1170, 41 F. (2d) 94 [20 T.-M. Rep. 452], “We think that the use 
of the words ‘at any time’ excludes the defense of laches in a can- 
cellation proceeding instituted under the provisions of the section.” 

The record discloses great delay on the part of appellee in seek- 
ing to have the registration of the trade-mark of appellant cancelled. 
It does not disclose, however, any affirmative act on the part of 
appellee, relied upon by appellant to its injury, and thus it cannot 
be said that the appellee is barred to the right of cancellation under 
said Section 13, supra. Cluett, Peabody & Co. (Inc.) v. Samuel 
Hartogensis { Ete.|, supra. 

We think the reasoning in the case of Cluett, Peabody & Co., Inc. 
v. Denver M. Wright, 18 C. C. P. A. (Patents) 937, 46 F. (2d) 711 
(21 T.-M. Rep. 130], is appropriate to the facts here. In that case 
we said: | 

pickets Appellee, at the time of making his application was not the owner 
of the trade-mark for which registration was sought, since the same had 
already been appropriated, used and registered for use for goods of the 
same descriptive properties. 

In view of what has been stated herein, the decision of the Com- 


missioner of Patents must be, and it is hereby affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Act of 1920 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the petition of Frutana Company, of New York, 
N. Y., for cancellation of trade-mark registration No. 343,627, 
issued February 23, 1937, under the provisions of the Act of March 
19, 1920, to John Joseph Musselman, of New York, N. Y. 

In his decision the Assistant Commissioner said: 


Respondent’s application for registration was filed September 3, 1936, 
and it clearly appears from the record that petitioner’s immediate predeces- 
sor in interest had been using the mark upon which petitioner here relies 
throughout the entire year next preceding that date. That being true, 
earlier use of the mark, either prior or subsequent to respondent’s adoption 
of his mark, becomes immaterial in so far as respondent’s right to registra- 
tion is concerned; because respondent’s use of his mark was not exclusive 
during the year immediately preceding the filing of his application. 

He then quoted from his decision in the case of Buffalo Rock 
Co. v. Allen, 495 O. G. 717 [28 T.-M. Rep. 560], to the effect that 
an applicant’s use of his mark must have been exclusive during the 
year immediately preceding his application for registration, and 
that otherwise any person who can show himself injured by such 


registration is entitled to have the same cancelled.’ 


Conflicting Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Bristol-Myers Company, of 
New York, N. Y., to the application of Frank W. Epperson, of 
Oakland, Calif., for registration of the word “‘Viteen,” printed ver- 
tically, in association with a design and certain disclaimed descrip- 
tive matter, as a trade-mark for “a shampoo preparation for the hair 
and scalp.” 

Observing that opposer is the owner of the trade-mark “Vitalis,” 
registered prior to applicant's claimed date of first use, for “‘a hair 
tonic,’ the Assistant Commissioner said: 


' Frutana Company v. John Joseph Musselman, Canc. No. 3377, 163 M. D. 
171, April 10, 1940. 
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Manifestly, the goods of the parties are of the same descriptive proper- 
ties, and I am constrained to agree with the Examiner that the question of 
confusing similarity between their marks is at least open to doubt. Resolving 
that doubt, as I must, in favor of the first in the field, it follows that in my 
opinion the opposition was properly sustained. 








In answer to applicant’s argument that opposer’s mark is descrip- 
tive, and hence not entitled either to registration or to protection, 
the Assistant Commissioner said: 







It is now well settled, however, that the validity of an opposer’s regis- 
tered trade-mark may not be questioned in an opposition proceeding. 








He then quoted from the decision of the Court of Customs and 
Patent Appeals in Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 
790, 86 F. (2d) 752 [27 T.-M. Rep. 78], and added: 

In American Fruit Growers v. Michigan Fruit Growers, 17 C. C. P. A. 
906, 38 F. (2d) 696 [20 T.-M. Rep. 135], it was pointed out by the same 
court that the remedy afforded by the statute to those deeming themselves 


injured by an improperly issued registration is to apply for its cancella- 
tion.2 




















Geographical Terms 





Frazer, A. C.: Held that Arnold, Schwinn & Company, of 
Chicago, Ill., is not entitled to register a mark comprising the 
dominant feature “Hollywood” written transversely in a_ scroll 
across an elliptical outline with a small sprig of holly depicted above 
the scroll. 

Noting that the Examiner refused registration on the ground that 
the geographical word “Hollywood,” though disclaimed, dominates 
the mark, and cited as authority the Assistant Commissioner’s deci- 
sion in Ex parte Kem Card Sales Corporation, 497 O. G. 785 [29 
T.-M. Rep. 49], he said: 


In that case, as here, the word feature of the mark was a geographical 
term, and the accompanying design was relatively insignificant. I held that 
to permit registration, with a disclaimer of the word, “would be a mere 
evasion of the statutory bar to registration.” I think that is equally true of 
the present applicant’s mark, and that registration under the provisions of 
the Act of February 20, 1905, was properly refused on that ground. 








Pointing out that applicant’s brief on appeal is devoted largely 
to the argument that “Hollywood’ has other meanings than that of 


2 Bristol-Myers Company v. Frank W. Epperson, Opp’n No. 18,068, 168 
M. D. 474, April 16, 1940. 
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geographical location, and therefore is not “merely a geographical 
name or term’ within the meaning of the statute, he added: 

The fact remains, however, that applicant disclaimed the word, as being 
geographical, in response to the first office action, and still seeks registration 
on that basis. Moreover, it is clear beyond question that any other meaning 
the term might have is negligible in comparison with its generally accepted 
geographical significance.® 


Geographical Term—Act of 1920 


Frazer, A. C.: Reversed the decision of the Examiner of Trade- 
Marks and held that The May Department Stores Company, of St. 
Louis, Mo., is entitled to register the notation “British Brogue,” 
under the provisions of the Act of March 19, 1920, as a trade-mark 
for “men’s shoes made of leather.” 

Noting that the Examiner’s position is that “British Brogue” is 
merely the name of a well-known type of shoe, and hence incapable 
of trade-mark significance, the Assistant Commissioner said: 

“Brogue” is, of course, the name of a type of shoe; but I find nothing in 
the record to support the Examiner’s apparent conclusion that the word 
“British,” used in connection therewith, has any such connotation. Mani- 


festly, the word is geographically descriptive, but that is no bar to its 
registration as a trade-mark under the Act of 1920.4 


Goods of Different Descriptive Properties 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of Fanny Farmer Candy Shops, 
ine., of Rochester, N. Y., to the application of Florence Farmer 
Clark, of Arlington, Va., for registration of a trade-mark on the 


ground that the goods with which applicant’s mark and the mark 


relied upon by opposer are respectively used are of different descrip- 


tive properties. 

Observing that opposer's goods are nut meats, chocolate bars 
and candy and that the proposed registration is for French dressing, 
the Assistant Commissioner said: 


3 Ex parte Arnold Schwinn & Company, Ser. No. 396,062, 163 M. D. 
183, April 29, 1940. 

*Ex parte The May Department Stores Company, Ser. No. 398,542, 163 
M. D. 476, April 19, 1940. 
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Broadly speaking, these items are all food products, and opposer’s coun- 
sel takes the position that they are thus necessarily of the same descriptive 
properties within the meaning of the Trade-Mark Act as construed in recent 
years by the courts. In support of that position counsel relies upon Cheek- 
Neal Coffee Co. v. Hal Dick Manufacturing Co., 17 C. C. P. A. 1103, 40 F. 
(2d) 106 [20 T.-M. Rep. 274], where the Court of Customs and Patent Ap- 
peals held in effect that all grocery products possess the same descriptive 
properties. Opposer’s goods, however, are not groceries, but confec- 
tioneries; so that the cited case is in no sense controlling. Moreover, since 
that case was decided the same court has held, in Cracker Jack Co. v. Blan- 
ton Citrus Growers, Inc., 23 C. C. P. A. 925, 81 F. (2d) 553 [26 T. _M. Rep. 
161], “that a popcorn confection and fresh citrus fruits are not goods of 
the same descriptive properties,” though both are obviously foods. If 
precedent were needed, I think the latter case is more nearly in point than 
the former.® 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of Western Chemical Company, 
of St. Joseph, Mo., to the application of Monsanto Chemical Com- 
pany, of St. Louis, Mo., for registration of the notation ‘“Santox’’ as 

trade-mark for “chemical compounds employed as preventers of 
rancidity in soap and vegetable oils.’ 

Observing that the opposition was predicated upon opposer’s as- 
serted prior use of the trade-mark “‘Sanitox”’ in connection with in- 
secticides, and that the Examiner of Interferences held that appli- 
cant’s goods and those of the opposer are not of the same descriptive 
properties, and dismissed the opposition on that ground, the As- 


sistant Commissioner said: 


No testimony was taken by either party, and in the absence of any 
evidence upon the subject I am unable to say that the Examiner erred in 
his ruling. ‘To hold otherwise upon the record before me would involve mere 
speculation.® 


Goods of Same Descriptive Properties 


Frazer, A. C.: Disposed of three opposition proceedings and in 
each case reversed the decision of the Examiner of Interferences and 
sustained the opposition of The Davies-Young Soap Company, of 


Dayton, Ohio, to the application of R. M. Hollingshead Corporation, 


° Fanny Farmer Candy Shops, Inc. v. Florence Farmer Clark, Opp. No. 
17,644, 163 M. D. 470, April 10, 1940. 

6 Western Chemical Company v. Monsanto Chemical Company, Opp’n 
No. 18,103, 163 M. D. 471, April 16, 1940. 
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of Camden, N. J., for registration of the word ““Whiz,” in association 
with a design, as a trade-mark for merchandise described in the ap- 
plications as including, respectively, “preparations for cleaning 
radiators and motor cooling systems and drainpipes”’ ; “cleaning and 
polishing materials in paste, liquid, wax, powder, and solid forms” ; 
and “soaps in paste, liquid, powder or solid forms.”’ 

The Assistant Commissioner reviewed the facts as follows: 


In 1908 opposer’s assignor registered the word “Whiz” as a trade-mark 
for soap. In 1911 applicant’s predecessor in interest applied for registra- 
tion of the same mark for the same goods. An interference was declared 
between the application and the registration, as a result of which the ap- 
plicant was awarded priority of adoption and use of the mark and was 
adjudged to be entitled to its registration. Thereafter a written agreement 
was entered into between the parties to that proceeding, whereby opposer’s 
assignor, for a valuable consideration, was given the right to use the mark 
in issue “as applied to a grit paste soap.” The agreement was expressly 
made “binding” not only upon the parties hereto but upon their successors 
and assigns respectively.” Accordingly the opposer has continued to sell 
its grit paste soap under the trade-mark “Whiz,” applicant conceding the 
agreement to have remained in full force and effect from the date of its 
execution, namely, October 2, 1912. Parenthetically, it is significant to note 
that no attempt was made to procure the cancellation of the registration 
involved in the interference proceeding, which was renewed to opposer in 
1928; whereas the registration issued to applicant’s predecessor as a result 
of the judgment in the said proceeding was permitted to expire in 1932. 


In dismissing the oppositions the Examiner of Interferences 
took the position that in order to prevail the opposer was required 
to establish ownership in itself of the trade-mark in issue, but the 
Assistant Commissioner said: 


hat, however, is not the law. Lever Brothers Co. vy. Nobio Products, 
Inc., 26 C. C. P. A. 1253, 103 F. (2d) 917 [29 T.-M. Rep. 336]; Central Iron 
& Steel Co. v. Republic Steel Corporation, 6 C. C.F. A. 106). 109 F. (2d) 
899 [29 T.-M. Rep. 288]; Virginia Dare Extract Co. v. Dare, 21 C. C. P. A. 
1086, 70 F. (2d) 118 [24 T.-M. Rep. 170]; Touraine Co. v. F. B. Washburn 
¥ Co., 52 App. D. C. 356, 286 Fed. 1020 [13 T.-M. Rep. 121]. 


* * * 








An opposed applicant for registration, on the other hand, must show 
himself “entitled to claim ownership and, therefore, exclusive use of the 
mark.” The Coshocton Glove Co. v. Buckeye Glove Co., 24 C. C. P. A. 1338, 
90 F. (2d) 660 [27 T.-M. Rep. 449] .... California Packing Corporation 
v. Sun-Maid Raisin Growers of California, 20 C. C. P. A. 968, 64 F. (2d) 
370 [23 T.-M. Rep. 196]. 

He then said: 

By the agreement of October 2, 1912, applicant’s predecessor divested 
itself of the exclusive right to use the mark here sought to be registered, 
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and thus ceased to be the owner of the mark, in the sense that it was en- 
titled to the registration thereof, as applied to any goods of the same 
descriptive properties as those with which opposer’s assignor thereby ac- 
quired the right to use such mark. To hold otherwise would be to ignore the 
requirement of Section 2 of the act, that, “in order to create any right what- 
ever in favor of the party filing it,” an application for registration of a 
trade-mark must be accompanied by a sworn declaration “that no other 
person, firm, corporation or association, to the best of the applicant's 
knowledge and belief, has the right to use such trade-mark in the United 
States, either in the identical form or in such near resemblance thereto as 
might be calculated to deceive.” Having expressly granted to opposer “the 
right to use such trade-mark in the United States,” it seems manifest that 
applicant could not truthfully make such a declaration. 

While the numerous articles of merchandise set forth in the applications 
here involved include many items differing in their descriptive properties 
from opposer's grit paste soap, clearly the items referred to above, and pos- 
sibly some others, are of the same descriptive properties as opposer's said 
goods. It follows that applicant is not entitled to the registrations it seeks, 
and the oppositions must therefore be sustained.’ 


Division 





Interference 


Frazer, A. C.: Reversed the decision of the Examiner of Trade- 
Marks dissolving the interference as to application Serial No. 416,- 
100, of Burgess Battery Company. 

The Assistant Commissioner observed that substantially the same 
trade-mark as the one disclosed in the application here in question 
was registered to applicant some years ago under the provisions of 
the Act of March 19, 1920, for electric batteries; that upon ap- 
plicant’s request that registration has been cancelled, and that the 
Examiner takes the position, however, that applicant is thereby 
estopped to assert the right to register the mark under the provisions 
of the Act of February 20, 1905, citing as authority the case of 
Ex parte Reo Motor Car Co., 146 Ms. D. 473, 341 O. G. 4 [17 T.-M. 
Rep. 11], in which case an application filed under the Act of 1905 
had been rejected upon the ground that the trade-mark was descrip- 
tive, whereupon the applicant had procured registration under the 
Act of 1920, and several years later an attempt was made to cancel 
that registration and renew the application for registration under 


the Act of 1905. He then said: 


7 The Davies Young Soap Company v. R. M. Hollingshead Corporation, 
Opp’n Nos. 17,922, 17,859 and 17,881, 163 M. D. 478, April 23, 1940. 
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In seeking to distinguish the cited case counsel point out that there the 
applicant for registration had acquiesced in the Examiner’s ruling that its 
mark was descriptive, and that the question had thus become res judicata; 
whereas the 1920 registration here in issue was originally applied for under 
the 1920 Act and there has been no adjudication that the mark is nonregis- 
trable under the Act of 1905. I am unable to perceive any distinction in 
principle between the two cases. In applying for registration under the 
Act of 1920, applicant asserted, in effect, that its mark was not registrable 
under the Act of 1905; and I think it thereby estopped itself to be heard 
to the contrary in any subsequent proceeding involving the same mark for 
the same goods. 


In answer to the argument that the registration was issued 


through inadvertence and was void because the mark was registrable 
only under the Act of 1905, the Assistant Commissioner said: 


As registered, the mark included the descriptive notation “Burgess Bat- 
tery,” and while it also comprised arbitrary matter, it would thus appear 
to have been registrable under either act, the choice depending upon the 


question of disclaimer. Ex parte Victor M. Calderon Co., 491 O. G. 713 
[28 T.-M. Rep. 321]. 


He then said: 


While I agree with the Examiner that applicant has lost its right to 
register its mark under the Act of 1905 for the goods covered by the 1920 
registration, I am nevertheless of the opinion that he erred in dissolving the 
interference. As already noted the goods described in that registration were 
electric batteries. In the application here involved the goods are described 
as “dry batteries and flashlight cases.” As applied to flashlight cases I can 
see no reason why the applic ation should not remain in the interference. 
Accepting a 1920 registration for batteries did not preclude applicant’s 
seeking a 1905 registration for other articles of merchandise. Ex parte 
Duplex Printing Press Co., 156 M. D. 847 [22 T.-M. Rep. 226].8 


No Trade-Mark Use 


Frazer, A. C.: Affirmed a decision of the Examiner of Trade- 
Marks refusing to register an alleged trade-mark stated in the appli- 
cation to have been adopted and used “as the title for a chart or print 
on handwriting, which will be published from time to time.” 

Noting that the Examiner refused registration of the mark, 
which is admittedly the title of the publication, for the reason that 
such publication appears to be of an individual character and not a 
periodical publication which alone can support trade-mark use in a 


8 Burgess Battery Company v. McCrory Stores Corporation, Int. No. 
3089, 163 M. D. 480, April 25, 1940. 
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title, and in support of his position cited In re The Page Co., 47 
App. D. C. 195, 247 O. G. 246 [8 T.-M. Rep. 27], where the Court 
of Appeals of the District of Columbia refused to register the word 
“Pollyanna” as a trade-mark for a series of books, because it was 
the title of the first book of the series, the Assistant Commissioner 


quoted from the court’s decision in that case as follows: 


It will be observed that “Pollyanna” is the name of a book, not an 
arbitrary mark to designate a series of publications, each bearing its in- 
dividual title. In this respect the word is clearly descriptive. It is the name 
of a particular book, and the public has no way of describing the book but 
by the use of the name. Undoubtedly, a trade-mark may be registered for 
a series of literary publications, but it must be arbitrary, and not merely 
the name of any one or more of the series. 


He then said: 





Applying that doctrine to the facts of the instant case, I am clearly of 
the opinion that applicant’s mark should not be registered. Accepting ap- 
plicant’s statement that the chart submitted with his application is the first 
of a proposed series of similar charts, the fact remains that the mark sought 
to be registered is the sole title of the first chart of the series, and that it 
must of necessity be so employed by purchasers in designating that par- 
ticular item. 


Because applicant insisted that the doctrine announced in the 





Page case “has been repudiated” by the Court of Customs and 
Patent Appeals in Whitman Publishing Co. v. McLoughlin Bros., 
Inc., 25 C. C. P. A. 1298, 97 F. (2d) 608 [28 T.-M. Rep. 367], the 


Assistant Commissioner said: 





The two cases, however, are readily distinguishable. In fact the Page 
case was cited with apparent approval in the Whitman case, where it was 
repeatedly pointed out in the opinion that the mark there under considera- 
tion was arbitrarily applied to each of a set of books, bearing their own 
individual titles, none of which titles was “even remotely simulated by the 
trade-mark,’”® 





® Ex parte Nicholas Delano, Ser. No. 415,285, 163 M. D. 


486, April 30, 
1940. 











